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Sears, Roesuck & Co. v. Extuiorr Varnisn Co. 
(232 Fed. Rep., 588) 


United States Circuit Court of Appeals 


Seventh Circuit, January 4, 1916 


1. TrapE-Mark—DeEscriptive TERM. 

The name “ Roof Leak,” as applied to a roof paint, is descriptive, identify- 

ing its qualities and characteristics. 
2. INFRINGEMENT—CONFLICTING MARKS. 

The trade-mark “ Roof Leak,”’ if valid, would not be infringed by the use 
of the words “‘ Never Leak”’ for a like article. 

3. Unratr CoMPETITION—EsTOPPEL OF PLAINTIFF. 

Plaintiff made and sold a roof paint under the name “Roof Leak.” It 
made and sold to the defendant a roof paint which, by consent, was called 
“Never Leak” and bore the name of a fictitious manufacturer, in order to 
conceal from the public the fact that it was of plaintiff's make. The defend- 
ant, having later procured the product from another manufacturer and sold 
it under the name “‘ Never Leak,” is not chargeable with unfair competition 
against the plaintiff. Plaintiff cannot complain of a method of doing business 
which was adopted at its instance and for the purpose of concealing the origin 
of the goods to which it related. 


Appeal from a decree of the United States District Court for 
the Northern District of Illinois, in favor of plaintiff. Reversed. 


For the opinion of the court below see Reporter, Vol. 5, p. 306. 


Luther L. Miller and C. C. Linthicum, both of Chicago, Ill., 
for appellant. 

Walter H. Chamberlin and H. S. Wegg, both of Chicago, IIl., 
for appellee. 


Before Kontsaat and ALscHULER, Circuit Judges, and ANn- 
DERSON, District Judge. 


ANDERSON, District Judge: For several years prior to 1909 
appellee was engaged in the manufacture of paints. As early as 
1902 or 1903 it manufactured and sold a roof paint which was 
adapted to stop leaks in roofs. About that time the name “Roof 
Leak”’ was used on labels on the paint and it was extensively ad- 
vertised by that name. In 1905 appellee registered the words 
“Roof Leak” as its trade-mark and continued to sell to the trade 
its roof paint under that name. 

The appellant is a mail order house. It sells goods by cata- 
logue and delivers them by mail, express, or freight. It must sell 
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at a lower price than the retail dealer in the trade, because its cus- 
tomers pay, in addition to the purchase price, the carriage charges. 

The appellee desired to have the appellant sell its roof paint, 
but would not allow appellant to sell it under the name “Roof 
Leak,”’ because its other customers would know that it was selling 
its paint to appellant for a less price than it was giving them; so 
in order to get the benefit of sales through appellant, and at the 
same time conceal the fact from its other customers, it was agreed 
that the appellant should sell appellee’s paint under the name 
“Never Leak.” It is averred in the bill: 

“That on or about the month of March, 1909, your orator made a verbal 
contract with the defendant * * * to furnish to the defendant its ‘Roof 
Leak’ paint under the brand ‘Never Leak,’ a brand selected by your orator in 
simulation of your orator’s brand ‘Roof Leak,’ but sufficiently different therefrom 
to indicate the goods of your orator that were sold through the defendant.” 

The evidence shows that, under the arrangement made be- 
tween the parties, appellant sold appellee’s goods under the name 
“Never Leak.” In its catalogues it described the paint as ““ Never 
Leak Roof Cement Paint.” The labels used by appellant are set 
out in the record. One of them bore the name of the Illinois Paint 
Company; the other bore appellant’s name. The reason for this 
course of procedure appears in the evidence of James P. Elliott, the 
president and manager of the appellee. He testified: 

““Complainant’s purpose in refusing to permit Sears, Roebuck & Co. to handle 
‘Roof Leak’ paint under complainant’s mark was due to a desire to prevent com- 
plainant’s customers from knowing that Sears, Roebuck & Co. were handling the 
same thing.” 

Pursuant to this arrangement, the appellant sold appellee’s 
goods for about a year, when the appellant ceased to purchase 
paint from appellee, purchased it elsewhere, and continued to sell 
it under the name “ Never Leak,” and with the same advertise- 
ments and catalogue insertions that it used in selling appellee’s 
paint. Appellee brought this suit to restrain the appellant from 
so doing upon two grounds: First. Infringement of appellee’s 
trade-mark. Second. Unfair competition, by continuing, after 
it ceased to buy appellee’s goods, to use and apply to goods not 
appellee’s the words “Never Leak” and labels that simulated 
appellee’s labels, thereby deceiving the public. The District 
Court found in favor of appellee on both these propositions, and 
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from the decree of court entered accordingly, the appeal herein is 
prosecuted. 

There is some contradiction in the testimony as to who sug- 
gested the name “Never Leak,”’’ but this is not important. Is 
“Roof Leak” a valid trade-mark? As applied to a paint, it of 
course means a paint which will stop leaks in a roof. 

“Tt is the settled rule that no one can appropriate as a trade-mark a generic 
name, or one descriptive of an article of trade, its qualities, ingredients, or character- 
istics, or any sign, word, or symbol which, from the nature of the fact it is used to 
signify, others may employ with equal truth.” Trinidad Asphalt Manufacturing 
Company v. Standard Paint Company, 163 Fed. 977, 90 C. C. A. 195, affirmed by the 
Supreme Court in Standard Paint Company v. Trinidad Asphalt Manufacturing 
Company, 220 U.S. 446, 31 Sup. Ct. 456[ Reporter, Vol. 1, p. 10}. 

Under the authorities, it would appear that this name is 
descriptive of the paint. It signifies its qualities and characteristics, 
and from the nature of the fact it is used to signify, namely, paint 
that will stop leaks in a roof, others may employ it with equal 
truth. The term may be truthfully applied to any paint calculated 
to stop leaks in a roof. 

But, passing the question as to the validity of the trade-mark, 
it is quite obvious, under the decision of this court in the case of 
S. R. Feil Company v. John E. Robbins Company, 220 Fed. 650, 
136 C. C. A. 258 [Reporter, Vol. 5, p. 163] (the Sal Vet-Sal Tone 
case) that the words “Never Leak” are not an infringement of 
“Roof Leak.”” The court there said: 


‘In the present case defendant has appropriated only the term ‘Sal,’ which he 
and every one else was at liberty to use. As between the arbitrary term ‘Vet’ and 
the word “Tone,” there can be no reasonable claim to resemblance.” 

So here the appellant has appropriated only the term “‘ Leak,” 
which it and every one else was at liberty to use and no one can 
claim that there is a resemblance between the words “Roof’’ and 
“< N = ss 

Never. 

Nor is the appellee in any better position as to the charge of 
unfair competition. The essence of unfair competition consists in 
the sale of the goods of one manufacturer or vendor for those of 
another. The mere resemblance of the words used by the appel- 
lant to the trade-mark of the appellee is not sufficient to establish 
unfair competition, because this would be to give, as stated by the 
Supreme Court in the Standard Paint Company v. Trinidad Asphalt 
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Company, supra, “the full effect of a trade-mark while denying its 
validity as such.” 

The appellee’s case, then, stands upon the proposition that the 
appellant is selling its own goods as the goods of appellee. From 
the facts above stated it is apparent that, while the appellant was 
selling appellee’s paint, it sold it, not as the paint of the appellee, 
not as “Roof Leak,’’ manufactured by the Elliott Varnish Com- 
pany, but as “Never Leak,’’ manufactured by the Illinois Paint 
Works; and the evidence shows that it was thus sold by appellant 
under an arrangement with the appellee in order to conceal from 
the other customers of appellee the fact that such paint was the 
paint of the appellee. If the paint was to be sold and was sold by 
the appellant under a name that would conceal from the other 
customers of the appellee the fact that the paint was the paint of 
the appellee, it is difficult to see how the sale of other paint under 
this name would deceive the public into believing that it was buying 
the paint of the appellee. 

Appellee now complains of a method of doing business by which 
appellee says appellant is selling its own goods as the goods of ap- 
pellee, and yet this method is just as was agreed upon between 
appellee and appellant to conceal from appellee’s other customers 
the fact that the appellant was selling appellee’s goods. A method 
of doing business agreed upon for the purpose of making the trade 
believe that appellant was not selling the goods of appellee (and 
which, so far as this feature is concerned, seems to have been suc- 
cessful) can hardly be relied upon to establish that appellant is 
deceiving the public into believing that it is selling appellee’s 
goods. Appellee’s case lacks the very essence of unfair competi- 
tion. 

It is contended by the appellee that the appellant got the 
right to use the words “‘Never Leak” from the appellee and that 
this right to use was only to continue while the appellant sold the 
paint of the appellee. The evidence does not support this conten- 
tion. 

Much insistence is placed upon the resemblance of the labels 
and particularly of the language of the directions for the use of the 
paint. The labels are not so similar as to deceive the ordinary 
purchaser, and the directions for using the paint are necessarily 




































COCA-COLA CO. V. KOKE CO. OF AMERICA, ET AL. 349 


similar. Appellant has the right to sell paint with the same in- 
gredients as that of appellee; it is used for the same purpose; and 
no reason is perceived why it may not employ the same language 
in directions for its use. 

The decree is reversed, and the cause remanded, with directions 
to dismiss the bill. 





Coca-CoLa Company v. Koke Company or America, ef al. 
United States District Court 


District of Arizona, July 15, 1916 


1. TrapE-Mark—DEscriPTIvE TERM. 
The name Coca Cola is not descriptive, and is a valid trade-mark. 
2. UNratR COMPETITION—SECONDARY MEANING—PREPARATION. 
Where the plaintiff's beverage, Coca Cola, has come to be known under 
the nicknames “ Koke”’ and “Dope,” the use of these names in the sale of a 
rival preparation is unfair competition. 
In Equity. On final hearing. Decree for complainant. 

; Harold Hirsch, of Altanta, Georgia, Edward S. Rogers, of 
Chicago, Illinois, and Joseph E. Morrison, of Phoenix, 
Arizona, Solicitors for complainant. 

Frank F. Reed, Candler, Thompson & Hirsch, of Counsel. 

Richard E. Sloan, of Phoenix, Arizona, James W. Westervelt, 
of Phoenix, Arizona, and Augustine B. Littleton, of 
Chattanooga, Tennessee; Littleton, Littleton & Littleton, 


Chattanooga, Tennessee, for defendants. 


SAWTELLE, District Judge: The bill in this case seeks relief 
by injunction, both preliminary and perpetual, against the de- 
fendants because of their joint and several infringement of the 
plaintiff’s trade-mark—‘‘ Coca-Cola’’—and for unfair competition 
on their part. It also makes an accounting of the profits received 
by defendants, and the assessment of damages sustained by 
plaintiff. 

The material allegations of the bill, so far as they are necessary 
to be set forth for the determination of the issues made, are as 
follows: 


The first section of the bill recites the initial manufacture of 
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the syrup known as “Coca-Cola” by J. S. Pemberton in the year 
1886, and traces the title through its various transfers into the 
plaintiff company on February 22, 1892. 

It is alleged that the process and formula for the manufacture 
of the beverage and syrup styled “Coca-Cola” was new and 
original and was invented and discovered by plaintiff and its 
predecessors as a trade and business formula, process and secret, 
and is now a secret formula and process and not known to the pub- 
lic or others than the plaintiff and its officers and employees and 
the predecessors of plaintiff. 

The second section of the bill charges the continued manufac- 
ture of syrup made under the Pemberton formula; alleges that 
the trade-mark “‘Coca-Cola”’ was, at the time of its adoption by 
the predecessors of plaintiff, characteristic and distinctive and 
had never before been used by any one and has continuously been 
used for the purpose of distinguishing the product of plaintiff 
and its predecessors from the similar products of others; and that 
said trade mark does now identify and distinguish plaintiff’s 
product. It is further charged that plaintiff’s product has been 
given by the purchasers and consumers thereof, certain nicknames, 
to-wit: 

“Koke” and “Dope,” and that each of these words are now 
and for many years past and prior to the application of either of 
them to any other beverage recognized and commonly and famil- 
iarly used as nicknames for Coca-Cola, and that a request for either 
is understood, both by the seller and the purchaser, to be a specific 
and definite request for Coca-Cola and has been so understood and 
regarded, and acted on both by the seller and purchaser, for many 
years prior to the manufacture or sale of any other preparation 
under either of said names; and that at the present time both 
dispensers and consumers use these words as descriptive of the 
product of plaintiff, and for no other beverage. 

The third section of the bill alleges the application to the 
patent office for the registration of the words “Coca-Cola” as a 
trade-mark on May 14, 1892, and the allowance of said applica- 
tion on January 31, 1893, and the issuance of a certificate of regis- 
tration on that day, which is alleged to be in full force and wholly 
unrevoked and uncancelled. It is also alleged that on April 23, 
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1905, under and by virtue of the Act of Congress of February 20, 
1905, the plaintiff duly applied to the Patent Office of the United 
States for the registration of the said trade-mark “Coca-Cola,” 
and complied in all respects with said Act and the Regulations of 
the Commissioner of Patents, and thereupon the registration of 
said trade-mark “‘ Coca-Cola” was duly allowed for tonic beverages 
and syrups for the manufacture of such beverages and a certificate 
of registration, No. 47,189, was duly granted to the plaintiff on 
October 31, 1905, and is still in full force and effect, and that plain- 
tiff is entitled to the sole and exclusive right, both generally and in 
interstate commerce, to use and employ said trade-mark on its 
goods. 

The fourth section of the bill alleges the sale of both the syrup 
and of an aerated beverage, permitted to be manufactured from the 
syrup by certain licensees of plaintiff, under the trade-name, in 
distinctive receptacles, bottles and barrels and labels, all of which 
were adopted by plaintiff for the purpose of distinguishing the 
product of plaintiff from that of other manufacturers in the same 
lines. 

The fifth paragraph sets up that the plaintiff has expended 
much time, labor and money in advertising its product. It is 
alleged that the Koke Company of America was organized under 
the laws of the State of Arizona about September 15, 1911, and 
thereafter proceeded in the City of St. Louis to manufacture an 
unnecessary and deliberate imitation of plaintiff’s Coca-Cola 
syrup, but different therefrom and greatly inferior thereto, and 
placed the same in barrels and packages similar to those of the 
plaintiff. That said extract is designated by the defendants some- 
times as “‘Koke”’’ and sometimes as “Dope’’; that the Koke 
Company of America ships said imitative extract from the City 
of St. Louis, usually under the name of “Koke,”’ to the other 
defendants, and that said extract is used by said defendants as a 
basis for making a syrup for sale to soda fountains and bottles 
which resemble the articles produced by plaintiff, and the de- 
fendants, as a matter of fact, do sell, substitute, and palm off the 
said syrup and extract as and for the Coca-Cola products of plain- 
tiff. It is alleged that the said imitation product is, with the con- 
sent of defendants, sold to the public in substitution for genuine 
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Coca-Cola. It is further charged that the defendants adopted 
the words “‘ Koke”’ and “Dope” as a name for their product many 
years after the words were commonly used to describe the plaintiff’s 
product, and that said adoption was a means to enable them to 
substitute their product for that of the plaintiff and to reap the 
benefit of its advertising and labor in dispensing and selling said 
product. It is also alleged that the defendants stated, both to 
bottlers and dispensers, that the syrup they made was produced 
under the same formula as Coca-Cola, and instructed both dis- 
pensers and bottlers to substitute their product when the purchaser 
desired and intended to obtain Coca-Cola. 

It is further alleged that the registration in the patent office 
of the words “Koke”’ and “Dope” claimed by defendants was 
in fraud of the rights of plaintiff, and that the defendants threaten 
to sue dealers and dispensers who deliver Coca-Cola when “ Koke”’ 
and “‘Dope”’ are called for and when both the dispenser and pur- 
chaser design to sell and receive Coca-Cola. 

The answer denies all the material allegations of the bill, and 
after setting up the manner of acquiring title to the trade-names 
“Koke”’ and “Dope,” denies that, at the time they were adopted 
by their predecessors, they were generally used as a synonym or 
nickname of plaintiff’s product. 

The answer then alleges that the plaintiff has been and is 
now engaged in establishing a monopoly, and that the business 
of defendants and their patrons is being subjected to a system of 
espionage by plaintiff and its officers and agents, and agents are 
using the information thus acquired to impede and harass the 
customers of defendants, representing that the business of de- 
fendents is fraudulent and dishonest and its product inferior 
imitations of Coca-Cola, and threatening prosecutions if defend- 
ants’ products are dealt in by its customers. 

The answer then alleges that by reason of these representations 
and threats many of its customers have ceased to deal in its prod- 
ucts to its damage. It is also contended in the answer that 
the name “Coca-Cola” was deceptive as a trade-mark and for 
that reason was fraudulent, and was but a descriptive name for a 
product which the plaintiff does not now produce. 

Numerous authorities have been cited by both sides, with 
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variant facts, but as each case must be determined on all facts that 
surround it, the facts in any prior case cannot be a guide to the 
decision of the subsequent. This view is cogently pointed out 
on page three of lectures of John Cutler, of King’s College, entitled 
“Passing Off.” 

The fundamental principle of the law applicable to this class 
of cases is well established. It may be thus stated; “no man has 
a right to pass off his goods as though they were the goods of 
another.”’ 


“The essence of the wrong consists in the sale of the goods of one manufacturer 
or vendor as those of another.’”’—Canal Company v. Clark, 13 Wall, 311. 


The difficulties which arise are in the application of this prin- 
ciple to the facts of the particular case, and the question which the 
court has to decide is always a question of fact. The decision of 
the court depends upon all the circumstances affecting the plaintiff 
and his trade and the circumstances affecting the defendant and 
his trade, and both alike must be considered in arriving at a con- 
clusion. I quote from a few of the leading cases both English and 
American. 


In the case of Burgess v. Burgess, 3 Deg. M. &. G. 896, Lord 
Chief Justice Turner said: 


“No man can have any right to represent his goods as the goods of another 
person, but in an application of this kind it must be made out that the defendant 
is selling his own goods as the goods of another.” 


In the case of Reddaway v. Banham, A. C. 199; 13 R. P. C. 
224, the Lord Chancellor said: 


“My lords, I believe that this case turns upon a question of fact. The question 
of law is so constantly mixed up with the various questions of fact which arise on an 
inquiry of the character in which your Lordships have been engaged, that it is some- 
times difficult when examining former decisions to disentangle what is decided as 
fact, and what is laid down as a principle of law. For myself, I believe the principle 
of law may be very plainly stated, and that is that nobody has any right to represent 
his goods as the goods of somebody else. 

“How far the use of particular words, signs, or pictures does or does not come 
up to the proposition which I have enunciated in each particular case, must always 
be a question of evidence, and the more simple the phraseology, the more like it is 
to a mere description of the article sold, the greater because the difficulty of proof, 
but if the proof establishes the fact the legal consequence appears to follow.” 


In a later case in the House of Lords, referring to Burgess v. 


Burgess, the Lord Chancellor made this statement: 


_ __ “The proposition of law is one which, I think, has been accepted by the highest 
judicial authority, and acted upon for a great number of years. It is that of Lord 
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Justice Turner, who says, in terms: “No man can have any right to represent his 
goods as the goods of another person. In an application of this kind, it must be 
made out that the defendant is selling his own goods as the goods of another.’ 
That is the only question of law which, as it appears to me can arise in these cases. 
All the rest are questions of fact. The most obvious way in which a man would be 
infringing the rule laid down by Lord Justice Turner is if he were to say in terms, 
‘These are the goods manufactured by’ a rival tradesman; and it seems to be as- 
sumed that unless he says something equivalent to that no action willlie. It appears 
to me that that is an entire delusion. By the course of trade, by the existence and 
technology of trade, and by the mode in which things are sold, a man may utter 
the same proposition, but in different words and without using the name of the 
rival tradesman at all. A familiar example, of course, is when, wiihout using any 
name, by the identity of the form of the bottle or the form of the label, or the nature 
of the thing sold in the package, he is making the statement not in express words, but 
in one of those different forms in which the statement can be made by something 
that he knows will be so understood by the public. In each case it comes to be a 
question of whether or not there is the statement made; and if the statement is 
made, there can be no doubt of the legal conclusion that he must be restrained from 
representing that the goods that he makes are the goods of the rival tradesman. 
Then you get back to the proposition which I have read from Lord Justice Turner.” 
—Powell v. Birmingham Vinegar Co., A. C. 710; 14 R. P. C. 727. 

“In all cases where rights to the exclusive right of a trade-mark are invaded, it 
is invariably held that the essence of the wrong consists in the sale of the goods of 
one manufacturer or vendor as those of another; and that it is only when this false 
representation is directly or indirectly made that the party who appeals to a court 
of equity can have relief. This is the doctrine of all the authorities. ’’"—Canal Co. v. 
Clark, 13 Wall, 311, 322. 

“Equity gives relief in such a case, upon the grounds that one man is not al- 
lowed to offer his goods for sale, representing them to be the manufacture of another 
trader in the same commodity. Suppose the latter has obtained celebrity in his 
manufacture, he is entitled to all the advantages of that celebrity, whether result- 
ing from the greater demand for his goods or from the higher price the public are 
willing to give for the article, rather than for the goods of the other manufacturer, 
whose reputation is not so high asa manufacturer. Where, therefore, a party has been 
in the habit of stamping his goods with a particular mark or brand, so that the pur- 
chasers of his goods having that mark or brand know them to be of his manufacture, 
no other manufacturer has a right to adopt the same stamp; because, by doing so, 
he would be substantially representing the goods to be the manufacture of the person 
who first adopted the stamp, and so would or might be depriving him of the profit 
he might make by the sale of the goods which the purchaser intended to buy. 
Seizxo v. Provezende, Law Rep. 1, Ch. 195,” —McLean v. Fleming, 96 U.S. 245, 251. 

“The first appropriator of a name or device pointing to his ownership or which, 
by being associated with articles of trade, has acquired an understood reference to 
the originator, or manufacturer of the articles, is injured whenever another adopts 
the same name or device for similar articles, because such adoption is in effect rep- 
resenting falsely that the productions of the latter are those of the former. Thus 
the custom and advantages to which the enterprise and skill of the first appropriator 
had given him a just right are abstracted for another’s use, and this is done by de- 
ceiving the public, by inducing the public to purchase the goods and manufactures 
of one person supposing them to be those of another. The trade-mark must there- 
fore be distinctive in its original signification, pointing to the origin of the articles, 
or it must have become such by association.” —Lawrence Mfg. Co. v. Tenn. Mfg. 
Co., 1388 U.S. 537, 546. 

“Everyone has the right to use his own name, but he may not lawfully apply 
it to the purpose of filching his property from another of the same name. The use 
of a geographical or descriptive term confers no better right to perpetrate a fraud 
than the use of any other expression. The principle of law is general, and without 
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exception. It is that no one may so exercise his own rights as to inflict unnecessary 
injury upon his neighbor. It is that no one may lawfully palm off the goods of one 
manufacturer or dealer as those of another to the latter’s injury. It prohibits the 
perpetration of such a fraud by the use of descriptive or geographical terms which 
are not susceptible of monopolization as trade marks as effectually as it prohibits 


its commission by the use of any other expressions.’ —Shaver v. Heller & Merz Co., 
108 Fed. 821, 827. 


**No person other than the owner of a trade-mark has a right, without the 
consent of such owner, to use the same on like articles, because by so doing he 
would in substance falsely represent to the public that his goods were of the manufac- 
ture or selection of the owner of the trade-mark, and thereby would or might deprive 
the latter of the profit he otherwise might make by the sale of the goods which the 
purchaser intended to buy. Where a trade-mark is infringed the essence of the 
wrong consists in the sale of the goods of one manufacturer or vendor as those of 
another, and it is on this ground that a court of equity protects trade-marks. It is 
not necessary that a trade-mark should on its face show the origin, manufacture or 
ownership of the articles to which it is applied. It is sufficient that by association 
with such articles in trade, it has acquired with the public an understood reference 
to such origin &c. This doctrine has repeatedly been declared by the Supreme 
Court, Canal Co. v. Clark, 13 Wall, 311, 323; Manufacturing Co. v. Trainer, 101 
U.S. 51, 54; Medicine Co. v. Wood, 108 U. S. 218, 223, 2 Sup. Ct. 436; Menendez 
v. Holt, 128 U. S. 514, 9 Sup. Ct. 143; Goodyear’s India Rubber Glove Mfg. Co. v. 
Goodyear Rubber Co., 128 U. S. 598, 603, 9 Sup. Ct. 166; Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., 188 U.S. 537, 546, 11 Sup. Ct. 396; Mill Co. v. Alcorn, 150 U. 
S. 460, 462, 14 Sup. Ct. 151.” —Dennison v. Thomas, 94 Fed. 651, 656. 


I think it has been established by the evidence in this case 
that the plaintiff is the owner of and alone entitled to use the trade- 
mark “‘Coca-Cola”’ and that its goods alone can lawfully be sold 
under that name. 

It is insisted by the defendants that the words “Coca-Cola” 
are a mere description of a product, and that it does not describe 
the product of plaintiff, and consequently does not constitute a 
valid trade-mark. This contention was considered in the case of 
Coca-Cola Company v. Nashville Syrup Co., 215 Fed. 527 [Re- 
porter, vol. 4, p. 323], and was there decided adversely to such 
contention. I think that decision is decisive of the question. 

The question of the validity of the trade-mark “Coca-Cola” 
and the right of plaintiff to its exclusive use since its registration 
under the Act of Congress of February 20, 1905, would seem to be 
placed beyond the pale of contention by the case of Coca-Cola 
Company v. Deacon Brown Bottling Company, 200 Fed. 105 [Re- 
porter, vol. 3, p. 33]. 

I find as a matter of fact from the evidence that the defendant, 
Koke Company of America, was organized for the purpose of 
manufacturing and selling a syrup in imitation of that produced 
by the plaintiff, and that it aided the persons, to whom it sold its 
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Justice Turner, who says, in terms: ‘No man can have any right to represent his 
goods as the goods of another person. In an application of this kind, it must be 
made out that the defendant is selling his own goods as the goods of another.’ 
That is the only question of law which, as it appears to me can arise in these cases. 
All the rest are questions of fact. The most obvious way in which a man would be 
infringing the rule laid down by Lord Justice Turner is if he were to say in terms, 
‘These are the goods manufactured by’ a rival tradesman; and it seems to be as- 
sumed that unless he says something equivalent to that noaction willlie. It appears 
to me that that is an entire delusion. By the course of trade, by the existence and 
technology of trade, and by the mode in which things are sold, a man may utter 
the same proposition, but in different words and without using the name of the 
rival tradesman at all. A familiar example, of course, is when, without using any 
name, by the identity of the form of the bottle or the form of the label, or the nature 
of the thing sold in the package, he is making the statement not in express words, but 
in one of those different forms in which the statement can be made by something 
that he knows will be so understood by the public. In each case it comes to be a 
question of whether or not there is the statement made; and if the statement is 
made, there can be no doubt of the legal conclusion that he must be restrained from 
representing that the goods that he makes are the goods of the rival tradesman. 
Then you get back to the proposition which I have read from Lord Justice Turner.” 
—Powell v. Birmingham Vinegar Co., A. C. 710; 14 R. P. C. 727. 

“In all cases where rights to the exclusive right of a trade-mark are invaded, it 
is invariably held that the essence of the wrong consists in the sale of the goods of 
one manufacturer or vendor as those of another; and that it is only when this false 
representation is directly or indirectly made that the party who appeals to a court 
of equity can have relief. This is the doctrine of all the authorities. ’’-—Canal Co. v. 
Clark, 13 Wall, 311, 322. 

“Equity gives relief in such a case, upon the grounds that one man is not al- 
lowed to offer his goods for sale, representing them to be the manufacture of another 
trader in the same commodity. Suppose the latter has obtained celebrity in his 
manufacture, he is entitled to all the advantages of that celebrity, whether result- 
ing from the greater demand for his goods or from the higher price the public are 
willing to give for the article, rather than for the goods of the other manufacturer, 
whose reputation is not so highasa manufacturer. Where, therefore, a party has been 
in the habit of stamping his goods with a particular mark or brand, so that the pur- 
chasers of his goods having that mark or brand know them to be of his manufacture, 
no other manufacturer has a right to adopt the same stamp; because, by doing so, 
he would be substantially representing the goods to be the manufacture of the person 
who first adopted the stamp, and so would or might be depriving him of the profit 
he might make by the sale of the goods which the purchaser intended to buy. 
Seizxo v. Provezende, Law Rep. 1, Ch. 195,” —McLean v. Fleming, 96 U.S. 245, 251. 

“The first appropriator of a name or device pointing to his ownership or which, 
by being associated with articles of trade, has acquired an understood reference to 
the originator, or manufacturer of the articles, is injured whenever another adopts 
the same name or device for similar articles, because such adoption is in effect rep- 
resenting falsely that the productions of the latter are those of the former. Thus 
the custom and advantages to which the enterprise and skill of the first appropriator 
had given him a just right are abstracted for another’s use, and this is done by Ce- 
ceiving the public, by inducing the public to purchase the goods and manufactures 
of one person supposing them to be those of another. The trade-mark must there- 
fore be distinctive in its original signification, pointing to the origin of the articles, 
or it must have become such by association.” —Lawrence Mfg. Co. v. Tenn. Mfg. 
Co., 188 U. S. 537, 546. 

“Everyone has the right to use his own name, but he may not lawfully apply 
it to the purpose of filching his property from another of the same name. The use 
of a geographical or descriptive term confers no better right to perpetrate a fraud 
than the use of any other expression. The principle of law is general, and without 
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exception. It is that no one may so exercise his own rights as to inflict unnecessary 
injury upon his neighbor. It is that no one may lawfully palm off the goods of one 
manufacturer or dealer as those of another to the latter’s injury. It prohibits the 
perpetration of such a fraud by the use of descriptive or geographical terms which 
are not susceptible of monopolization as trade marks as effectually as it prohibits 


its commission by the use of any other expressions. ’’—Shaver v. Heller & Merz Co., 
108 Fed. 821, 827. 


**No person other than the owner of a trade-mark has a right, without the 
consent of such owner, to use the same on like articles, because by so doing he 
would in substance falsely represent to the public that his goods were of the manufac- 
ture or selection of the owner of the trade-mark, and thereby would or might deprive 
the latter of the profit he otherwise might make by the sale of the goods which the 
purchaser intended to buy. Where a trade-mark is infringed the essence of the 
wrong consists in the sale of the goods of one manufacturer or vendor as those of 
another, and it is on this ground that a court of equity protects trade-marks. It is 
not necessary that a trade-mark should on its face show the origin, manufacture or 
ownership of the articles to which it is applied. It is sufficient that by association 
with such articles in trade, it has acquired with the public an understood reference 
to such origin &c. This doctrine has repeatedly been declared by the Supreme 
Court, Canal Co. v. Clark, 13 Wall, 311, 323; Manufacturing Co. v. Trainer, 101 
U.S. 51, 54; Medicine Co. v. Wood, 108 U. S. 218, 223, 2 Sup. Ct. 436; Menendez 
v. Holt, 128 U. S. 514, 9 Sup. Ct. 143; Goodyear’s India Rubber Glove Mfg. Co. v. 
Goodyear Rubber Co., 128 U. S. 598, 603, 9 Sup. Ct. 166; Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., 188 U.S. 537, 546, 11 Sup. Ct. 396; Mill Co. v. Alcorn, 150 U. 
S. 460, 462, 14 Sup. Ct. 151.” —Dennison v. Thomas, 94 Fed. 651, 656. 


I think it has been established by the evidence in this case 
that the plaintiff is the owner of and alone entitled to use the trade- 
mark “‘Coca-Cola”’ and that its goods alone can lawfully be sold 
under that name. 

It is insisted by the defendants that the words “‘Coca-Cola” 
are a mere description of a product, and that it does not describe 
the product of plaintiff, and consequently does not constitute a 
valid trade-mark. This contention was considered in the case of 
Coca-Cola Company v. Nashville Syrup Co., 215 Fed. 527 [Re- 
porter, vol. 4, p. 323], and was there decided adversely to such 
contention. I think that decision is decisive of the question. 

The question of the validity of the trade-mark “Coca-Cola” 
and the right of plaintiff to its exclusive use since its registration 
under the Act of Congress of February 20, 1905, would seem to be 
placed beyond the pale of contention by the case of Coca-Cola 
Company v. Deacon Brown Bottling Company, 200 Fed. 105 [Re- 
porter, vol. 3, p. 33]. 

I find as a matter of fact from the evidence that the defendant, 
Koke Company of America, was organized for the purpose of 
manufacturing and selling a syrup in imitation of that produced 
by the plaintiff, and that it aided the persons, to whom it sold its 
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product, in the substitution of its product for that of plaintiff; 
that the name selected was chosen for the purpose of reaping the 
benefit of the advertising done by the plaintiff, and that the de- 
fendants, Koke Company of America and its predecessors, did not 
adopt or make use of the name “Koke”’ until the year 1909, and 
the use of said name by said defendants and its predecessors was 
not sufficient to create any right to its use as against the plaintiff. 
Parker v. Stebler, 177 Fed. 210, 9th Circuit; The Barbed Wire 
Patent, 143 U. S. 275; Deering v. Winona Harvester Works, 155 
U. S. 286. 

I am convinced that when the witness Mayfield adopted the 
name “ Koke,”’ he did so with the deliberate purpose of representing 
his goods to be the product and manufacture of the Coca-Cola 
Company. I further find that the purchase of the trade-mark 
“Koke” from the Murphreesboro Bottling Works and from Bitting 
was made with a knowledge that same was being used to imitate 
plaintiff’s product and they were acquired, not because they distin- 
guished the product sold under such name, but because it would 
permit defendants to better dispose of their product as and for 
Coca-Cola, especially in view of the fact that the label of plaintiff 
was copied and imitated and the barrels in which its products 
were shipped were colored as nearly like those of plaintiff as possible. 

It may be that these resemblances standing alone would not 
in themselves justify any relief against a person using them in good 
faith, but when considered in the light of all the evidence in this 
case, I cannot reconcile them with fairness. The opinion of the 
Circuit Court of Appeals of the Sixth Circuit in Coca-Cola Company 
v. Gay Ola Company in 200 Fed. on page 723 [Reporter, vol. 3, p. 5] 
contains a forcible comment on the state of facts here shown to 
exist. 


“It is first to be observed that defendant is at the best on a narrow ground of 
legality. The name which it has adopted does not negative an intent to confuse. 
The product is identical, both in appearance and taste; and the form of script 
used in printing the trade-mark names is the same. Even if the use of each of 
these items of similarity was lawful, when accompanied by good faith and no intent 
to deceive, they put the product near that dividing line where good or bad faith 
is the criterion, and their presence puts upon the user a burden of care to see that 
deception does not naturally result. Conversely when we find, as a fact, from the 
other conduct of the defendant, that the underlying intent is to perpetrate a fraud 
upon the consumer, this intent must color the accompanying acts, and some which 
otherwise might be innocent become guilty. So here. The red color used by the 
complainant on its barrels and kegs is not a color which it discovered, or to which 
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it had any abstract monopoly, but this color has long been used by complainant 
in a way that was exclusive in this trade. No other manufacturer of analogous or 
competing drinks uses that color of package, and its adoption by defendant is one 
of the constituent parts of defendant’s scheme of fraud. So, too, with defendant’s 
failure to mark its package with anything to indicate the place of manufacture. 
Ordinarily a man may mark his goods, or not, as he pleases; but when he has his 
marks and labels, which he uses on occasions, and can have no motive for sending 
out unmarked packages except to aid in a fraudulent substitution, the act, other- 
wise permissible, becomes forbidden.” 


The witness Wright of the Southern Koke Company justified 
the use of the name “Koke,”’ for he says that the name “ Koke” 
was adopted to take advantage of the demand for soft drinks in 
that name, and I conclude from the evidence in this case that the 
word “Dope”’’ was adopted for the same purpose. I also find 
that the defendants’ salesmen were instructed to sell and did sell 
both products as and for Coca-Cola. I find that both words were 
an abbreviation of the words “Coca-Cola” and are used by the 
public and by purchasers in designating the plaintiff’s product, 
Coca-Cola. 

A decree is ordered for complainant. Counsel will prepare 
and tender a decree in accordance with this opinion. 

[For proceedings in the Patent Office in opposition to the registration of the 


trade-mark “‘Koke,”’ see Coca-Cola Co. v. Koke Company of America, Reporter, 
vol. 5, p. 109.] 


Russer & CELLULOID HARNEsS TRIMMING Company v. F. W. 
Devore & C. T. Raynotps Company 


United States District Court 
District of New Jersey, June 8, 1916 


1. TrapE-MarkK—DescriptivE TERM. 

The word “ Rubberset,”’ used by the plaintiffs since 1905 upon brushes, 
the bristles of which were set in rubber, is not a valid, technical trade-mark, 
because merely descriptive of the process or method of manufacture of the 
goods. 

2. DescripTIvE TERM—SECONDARY MEANING. 

A descriptive term, by long association with the goods of one manu- 
facture, may acquire a secondary meaning, as indicating origin. The word 
*“Rubberset” has come to have such a significance and indicates in the 
market, as applied to brushes, goods manufactured by the plaintiff. 

3. Unratr CoMPETITION—DEscRIPTIVE TERM. 

When the term “Rubberset” has acquired a secondary meaning as 
goods of a particular manufacture, a rival manufacturer will be enjoined 
from using the words “Set in Rubber’ in such a way as is likely to deceive 
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the public as to the origin of the goods. This extends to the marking of the 
brushes upon the ferrule, as the plaintiff has done, or elsewhere than upon the 
handle, where the words must be accompanied with the full name of the 
manufacturer, and when used in display matter or upon the labels, the words 
must be accompanied with the statement that the brushes are not manu- 
factured by the Rubberset Company. 


In Equity. On final hearing. Decree for plaintiff. 


Pitney, Hardin & Skinner, and Charles C. Gill (of the New 
York Bar), for plaintiff. 
Chauncey G. Parker, for defendant. 


Haicut, District Judge: This suit was originally brought in 
the Court of Chancery of New Jersey and was removed to this 
Court because of the diversity of the citizenship of the parties. 
It is based on alleged unfair competition. Both parties are, and 
have been for many years, engaged in the manufacture and sale of 
brushes; the plaintiff in brushes generally, and the defendant in 
paint brushes. The unfair competition is claimed to exist in the 
way in which the defendant designates, marks and advertises 
certain kinds of its brushes. Prior to 1887 brushes had been made 
by setting or holding the bristles in cement, glue, pitch or rosin, 
and binding them to the handle by means of a metal ferrule. In 
that year there was issued to the plaintiff, as assignor of one James 
A. Read, a patent for a new process of making brushes, that of 
holding or setting the bristles in rubber and binding the same to the 
handle by a belt of rubber, or rubber and metal combined; and, 
in 1889, another patent was issued to it for the product of the proc- 
ess of the previous patent. Thereafter the plaintiff began the 
manufacture of brushes according to the patented process, and has 
ever since continued todo so. For a number of years it designated 
and advertised the brushes so made as “Harp RuspsBer SET AND 
Bounp” and “Harp Russer Set”; and in 1906 it procured the 
registration of each of those phrases as trade-marks, alleging that 
the former had been continuously used by it since March 1, 1890, 
and the latter since January 1, 1895. It had long been the custom 
in the trade to describe brushes according to the manner in which 
their bristles were set, as “cement set,” “glue set,” “set in cement,” 
etc., for the purpose of distinguishing them and the uses to which 
they could be put. Some could be used in solvents; others 
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could not. Prior to 1905 the plaintiff had done very little, if any, 
advertising of its products, except in the ordinary way, through 
the medium of trade journals. In the spring of that year, and 
sometime after the patents had expired (they having expired before 
the usual seventeen years’ limitation, because patents for the same 
product and process had been granted to Read in Great Britain 
and France in 1885. See Sect. 4887 of Rev. Stat. before amend- 
ment of Mar. 3, 1897, 29 Stat. L. 693), the plaintiff inaugurated 
an extensive advertising campaign, and then adopted and caused 
to be registered as a trade-mark in the Patent Office the word 
““Rubberset.”” This word had been suggested by one of its em- 
ployees, as the result of the offering of a prize for the best name to 
be applied to its brushes. Thereafter a very extensive advertising 
campaign was engaged in, and has since been continued. Many 
thousands of dollars have been expended therein. The advertis- 
ing was carried on, not only in the trade journals (which had 
theretofore been the customary method), but in magazines, news- 
papers, periodicals, display matter, etc., the idea being to reach the 
general public as well as the dealers. For several years after the 
plaintiff began to advertise thus extensively it had no competitors, 
as it had none before, in the field of making brushes according to 
the rubber setting process. Shortly thereafter, however, other 
brush manufacturers began to make such brushes and to put 
them upon the market. One of the first to do so was the “ Rubber 
Bound Brush Company,” which at first designated its brushes as 
““Rubber-Bound,” and later, after objection to the former name 
was made by plaintiff, as “Rubber-Vule.” The use of this desig- 
nation, as well as its corporate name, was, in 1912, enjoined by a 
decree of the Court of Chancery of New Jersey, which decree was 
subsequently affirmed by the Court of Errors & Appeals of New 
Jersey (Rubber & Celluloid Harness Trimming Company v. Rubber 
Bound Brush Company, 81 N. J. Eq. 419; Aff’d 81 N. J. Eq. 519) 
(Reporter, vol. 3, p. 496]. At the time the plaintiff adopted the 
word “Rubberset”’ as its trade-mark, it designated its brush de- 
partment as the “Rubberset Brush Company,” and so notified 
the trade. This was later changed to the “Rubberset Company.” 
It has used this name on its brushes and in all of its advertisements, 
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catalogues, display matter, bill and letter heads, etc., since that 
time. Within a short time after the plaintiff adopted the word 
“Rubberset” it commenced to use, on the majority of its brushes, 
metal ferrules, on which it caused to be embossed, in large type, 
the word “Rubberset,” and nothing more. On the wooden handle 
it printed the “Rubberset Company,” and an arbitrary name 
(which was according to the trade custom), which designated the 
brand of brush, but not its character, the word “Rubberset”’ 
denoting the latter. There is some dispute in the evidence as to 
whether other manufacturers had not preceded the plaintiff in so 
stamping or embossing the character of the brush on the metal 
ferrule. But I consider it established by the evidence that the 
plaintiff was the first to do so, except that in a few isolated in- 
stances, which by no means established a trade custom, the words 
“set in glue” and a trade-mark had been theretofore imprinted, as 
distinguished from embossed, in small type on the ferrules of 
brushes made according to that process. In 1911 the defendant 
for the first time began to make and sell brushes, the bristles of 
which were set or held in rubber, and it proceeded to advertise 
the fact that it was doing so, in its catalogues and otherwise; not, 
however, by any means as extensively or in the same way as the 
plaintiff did, but it featured this particular line of goods. It also 
embossed on the ferrule the character of the brush, as it had not 
theretofore done with any other of its products, using the words 
“Set in Rupper-Devoe.” On some brushes the words “Set in 
Rubber”’ were in one line and the word “‘ Devoe” underneath, the 
letters of each word being the same size; and in other brushes the 
words “Set In” were on one line, “Rubber” on another, and 
“Devoe” on a third. In each the words “Rubber” and “Set” 
were prominently featured. It also stamped on the wooden handle 
“F. W. Devoe & Company” and the arbitrary name which desig- 
nated the brand of the brush. It is the use by the defendant of the 
words “Set in Rubber” in its catalogues, on the brushes, and in 
its advertising and display matter, that the plaintiff claims con- 
stitutes the unfair competition, which is the subject-matter of this 
suit. The defendant contends that the word “Rubberset”’ is not 
a valid trade-mark, because it is merely descriptive of the process 
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of manufacture, of the characteristics, qualities or ingredients of the 
brush, and consequently that there can be no infringement of it; 
and that it has been guilty of no unfair competition, because not 
only has it not used the word “Rubberset,’’ but has accompanied 
the words “‘Set in Rubber,” whenever used, with its own name, 
which it claims clearly indicates that the brushes are not manu- 
factured by the plaintiff, and thus has done all that the rules of 
law require that it should do. It is not claimed by plaintiff, 
either in its pleadings or in the arguments of counsel, that there is 
a technical infringement of a valid trade-mark, but it is insisted 
that under the facts in this case either the use of the words “Set- 
In-Rubber”’ alone, or the way in which the defendant uses them, 
constitutes unfair competition, as the latter phrase is now under- 
stood in the law. I think it entirely clear that “Rubberset’’ is 
not a valid trade-mark as applied to brushes made according to the 
Read process, because it does not in itself indicate the origin of 
manufacture, but is merely descriptive of the process of manu- 
facture—the essential characteristic of the brush—the same as 
““Glue set,’’ ““Cement set,” etc. These latter terms, the evidence 
shows, had been used by manufacturers to describe the manner in 
which their brushes were made, long before the plaintiff began to 
use ““Rubberset.”’” The general proposition upon which the above 
conclusion rests is, of course, so well settled as to need no citation 
of authorities, but the correctness of its application to the present 
case is demonstrated, I think, by the following cases, which are 
only a very few of those which might be cited: Standard Paint Co. 
v. Trinidad Asphalt Mfg. Co., 220 U. S. 446 [Reporter, vol. 1, 
p. 10]. Cases collected in the opinion of the Circuit Court of 
Appeals of the Eighth Circuit in the same case (Trinidad Asphalt 
Mfg. Co. v. Standard Paint Co., 163 Fed. 977, 979; Rice-Stix Dry 
Goods Co. v. J. A. Scriven Co., 165 Fed. 639 (C. C. A. 8th Cir.); 
Florence Mfg. Co. v. Dowd, 178 Fed. 73 (C. C. A. 2nd Cir.); 
N.Y. & N. J. Lubricant Co. v. Young, 84 N. J. Eq. 469 (Reporter, 
Vol. 5, p. 313]; Mississippi Wire Glass Co. v. Continuous Glass 
Press Co., 79 N. J. Eq. 277) [Reporter, vol. 1, p. 326]. The de- 
cisions of the New Jersey Courts in the Rubber-Bound Brush Co. 
case, supra, were based on unfair competition, and it seems to have 
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been assumed that the plaintiff’s trade-marks were invalid as 
such. But, as plaintiff contends, it is also well settled that words 
which are not in themselves a valid trade-mark may, by associa- 
tion with the goods of a particular manufacturer, acquire a sec- 
ondary signification differing from their primary meaning and 
denoting the product of that manufacturer, and when this is 
made to appear, their use in that sense will be protected by re- 
straining the use of the words by others in such a way as to amount 
to a fraud or deception on the public and to cause injury to those 
to whose employment of them a special meaning has become at- 
tached, upon the principle which underlies the law pertaining to 
trade-marks, that the manufacturer of the particular goods is 
entitled to the reputation or good will which they have acquired 
and the public is entitled to the means of distinguishing between 
them and other goods; or, in other words, to state it concisely, 
that no one may pass off his goods as and for the goods of another 
(Lawrence Mfg. Co. v. Tennessee Mfg. Co., 1388 U.S. 537; Coats v. 
Merrick Thread Co., 149 U.S. 562; Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169; Elgin Nat'l Watch Co. v. Illinois Watch Co., 179 
U.S. 665; French Republic v. Saratoga Vichy Co., 191 U. S. 427; 
Herring &c. Safe Co. v. Hall’s Safe Co., 208 U.S. 554, 559; Stand- 
ard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446 (Reporter, 
vol. 1, p. 10]; Davids Co. v. Davids, 233 U.S. 461, 471 [Reporter, 
vol. 4, p. 175]; Trinidad Asphalt Co.v. Standard Paint Co., 163 Fed. 
977 (C. C. A. 8th Cir.); Standard Paint Co. v. Rubberoid Roofing 
Co., 224 Fed. 695 [Reporter, vol. 5, p. 207] (C. C. A. 7th Cir.); 
Samson Cordage Works v. ees Cordage Mills, 211 Fed. 603 
(Reporter, vol. 4, p. 225] (C. C. A. 6th Cir.); Vacuum Oil Co. v. 
Climax Refining Co., 120 a 254, 256 (C. C. A. 6th Cir.); Fuller 
v. Huff, vy ng 141 (C. C. A. 2nd Cir.); Seriven v. North, 134 
Fed. 366 (C. A. 4th Cir.); Zittlosen Mfg. Co. v. Boss, 219 Fed. 
887, 894 Reporter, vol. 5, p. = (C. C. A. 8th Cir.); United Lace 
& Braid Mfg. Co. v. Barthels Mfg. Co., 221 Fed. 456 (Reporter, 
vol. 5, p. 473] (D.C. “E. D.N.Y.); International Silver Co. v. Rogers 
Corp’n., 66 N. J. Eq. 119; Aff’d 67 N. J. Eq. 646; Rubber and Cellu- 
loid Harness Trimming Co. v. Rubber-Bound Brush Co., 81 N. J. Eq. 
419; Aff’d 81 N. J. Eq. 519 [Reporter, vol. 3, p. 496]; Thompson v. 
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Montgomery, 41 Ch. D. 35; Wotherspoon v. Currie, L. R. 5 H. L. 
508; Reddaway v. Banham (1896), A.C.199; 25 Eng. Rul. Cas. 193). 
Nor can I perceive that the rule laid down by the English cases 
above cited is in any way weakened by the decision of the House of 
Lords in Cellular Clothing Co. v. Maxton & Murray (1899) A.C. 326, 
as defendant seems to contend. No distinction is made in the cases 
respecting the general applicability of the foregoing principle, and 
there can be none in reason as is well pointed out in Trinidad 
Asphalt Co. v. Standard Paint Co., 163 Fed. at 982, to words which 
are unavailable as technical trade-marks because they are geo- 
graphical, descriptive, generic or names of individuals; but its 
specific application in any particular case may vary according to 
the nature of the word, both because one kind of a word, for in- 
stance a generic one, may more readily acquire a secondary mean- 
ing than a descriptive one, as may also its use be more likely to 
deceive. The difficulty in any given case arises in determining 
whether a word or words have acquired a secondary meaning; and 
if so, what must be shown to entitle one to relief, and the nature 
of the relief to be given. The first question to be decided is, 
therefore, whether the word “ Rubberset” has acquired a secondary 
significance or meaning of origin of manufacture; in other words, 
whether it has come to mean to the public brushes manufactured 
by the plaintiff. This is a question of fact. It was found by Vice 
Chancellor Howell in the Rubber-Bound Brush Co. case, and his 
finding was unanimously concurred in by the Court of Errors and 
Appeals of New Jersey, that it had acquired such a meaning; and 
while I have not had the benefit of an examination of the evidence 
which was before him, I think I am safe in assuming that it was of 
no more probative force than that which was offered in this case. 
Without attempting to review the evidence (which I think would 
serve no useful purpose) I unhesitatingly concur in his finding and 
conclude, on the facts in this case, that it has acquired such a 
secondary meaning, not only among manufacturers, but among 
dealers and the general public. The evidence furnishes many 
instances to support this conclusion, which, of necessity, are iso- 
lated but, nevertheless, I think, representative. In fact, knowing 
as we do the effect of modern advertising, it would be difficult in- 
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deed, when the character and extent of the advertising which the 
plaintiff has carried on is considered, to escape the conclusion that 
the word “‘Rubberset,”’ as applied to brushes, has come to mean 
brushes manufactured by the plaintiff. I think it proper to state 
that in reaching this conclusion, as well as any other respecting the 


facts, I have not been in any way influenced by and have not con- 
sidered the letters which were offered by the plaintiff, through the 
witness McGinn, as I think them incompetent. The defendant, 
however, does not use the word “‘ Rubberset,”’ but the words “Set 
in Rubber.”” This word and phrase, however, are so similar that 
I have no difficulty in finding that if the latter were used alone, it 
would convey to the ordinary person the same meaning as the 
former, and thus would lead to deception. The evidence demon- 
strates this, I think, beyond question. Indeed the words “Set in 
Rubber” are more nearly like “‘Rubberset” than the hyphenated 
word “Rubber-Vulc,” the use of which was enjoined by Vice 
Chancellor Howell. If, therefore, the word ‘Rubberset” were a 
valid trade-mark, the plaintiff would be entitled to have the further 
use by the defendant of the words “Set in Rubber” restrained, 
without proof of deception or intent to deceive, because in such 
circumstances wrongful intent, as well as deception, is presumed. 
Elgin Nat'l Watch Co. v. Illinois Watch Co., supra. But in a case 
like this something more than the mere similarity, or what would, 
if there were a valid trade-mark, amount to infringement thereof, 
must be shown (Standard Paint Co. v. Trinidad Asphalt Co., 220 
U. S. 461 (Reporter, vol. 1, p. 10]; Elgin Nat'l Watch Co. case, 
supra). The rule in New Jersey and that prevailing in England 
is thus stated by Vice Chancellor Howell in the Rubber-Bound 
Brush Company case (p. 424) [Reporter, vol. 3, p. 501]: 

“It is not necessary that the complainant in order to succeed should prove 
misrepresentation or actual fraud by the defendant, or give any evidence that a 
single person was deceived. It is enough if in the opinion of the Judge the symbol 
or device or get-up used by the defendant is one which so closely resembled the 
symbols, device or get-up used by the complainant as to be likely to deceive the 
public.” 

(See also International Silver Co. v. Rogers Corp’n, 66 N. J. Eq., 
129, et seq.) This statement of the rule is not, I think, in reality 
different from that prevailing in the Federal Courts, although 
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differently expressed. In the Elgin Nat'l Watch Co. case, supra, 


Mr. Chief Justice Fuller said that in this class of cases (at p. 674): 

























**such circumstances must be made out as will show wrongful intent in fact, or jus- 
tify that inference from the inevitable consequences of the act complained of.” 


The Singer case, among others, is cited for the rule this stated. 
In that case it was said (on p. 188): 


‘“Where the name is one which has previously thereto come to indicate the 
3 source of manufacture of particular devices, the use of such name by another, 
unaccompanied with any precaution or indication, in itself amounts to an artifice 
calculated to produce the deception alluded to in the foregoing adjudications.” 


And again it was said: 





‘He cannot resort to any artifice or do any act calculated to mislead the public.” 


In Standard Paint Co. v. Trinidad Asphalt Co., supra, Mr. 
Justice McKenna said (p. 461) [Reporter, vol. 1, p. 19]: 
“The essence of such a wrong consists in the sale of the goods of one manu- 


facturer or vendor for those of another * * * it (the defendant) does not use 
the word ‘ Rubero’ in such a way as to amount toa fraud upon the public.” 





It has been uniformly held in the various Circuits that it is not 
necessary that actual intent to defraud be shown Van Houten v. 
Hooten Cocoa &c. Co., 130 Fed. 600 (C. C. N. J.); Samson Cordage 
Works v. Puritan Cordage Mills, 211 Fed. 603 [Reporter, vol. 4, 
p. 225] (C. C. A. 6th Cir.); Florence Mfg. Co. v. Dowd, 173 Fed. 
73 (C. C. A. 2nd Cir.); Seriven v. North, 134 Fed. 375 (C. C. A. 
6th Cir.); Fuller v. Huff, 104 Fed. 141 (C. C. A. 2nd Cir.). The 
rule then, as I understand it, is that if one uses a word or words, 

















which have acquired the secondary meaning beforementioned, in 
such a way as would be likely to deceive the public in believing 
that his goods are those of another, that it will be conclusively 
presumed that he intended to deceive and injure. If the pre- 
sumption were rebuttable and made to depend upon the actual 
intent of a party, in many cases the Courts would be powerless 
to prevent deception and to afford a remedy for what, in reality, 
would be a wrong. In applying the rule it is to be borne in mind 
that the likelihood of deception is not confined to the dealer (who 
would likely be able to distinguish), but the rule primarily seeks to 
protect the ordinary purchaser; or, in other words, the liability 
of the ultimate consumer to be misled must be reckoned with 
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(Fuller v. Huff, supra; Samson Cordage Works v. Puritan Cordage 
Mills, supra, 610 [Reporter, vol. 4, p. 235], and cases cited; Florence 
Mfg. Co. v. Dowd, supra; Scriven v. North, supra; Coca-Cola Co. 
v. Gay-Ola Co., 200 Fed. 720, 723 [Reporter, vol. 3, p. 1]; Inter- 
national Silver Co. v. Rogers Corp’n, supra). Indeed, the rule 
would be of little practical use if it could be avoided by showing 
that dealers would not be deceived; for then the dealer could un- 
restrainedly perpetrate deception upon the ultimate consumer. 
So the Courts have wisely required that the manufacturer must, 
in the first instance, take such precautions as will make it fairly 
impossible for a dealer to deceive an ordinarily cautious customer. 
It remains to consider the facts of this case in the light of these 
rules. In doing so it must be remembered that the plaintiff has 
now no exclusive right to use the Read process, or to the reputation 
for the superiority of the products of that process, whether the 
same has been acquired by its advertising or not. But it has the 
exclusive right to the reputation which it has acquired for the 
brushes manufactured by it according to the process. The de- 
fendant, as well as others, has the right to describe and advertise 
its brushes as made according to the rubber set process. The 
question then is, has it done so in such a way as to mislead the 
public? In its catalogues it designates its brushes, which are made 
according to this process, as “Set in Rubber.” It seems to me 
ridiculous to say that a description in a catalogue, prepared and 
distributed by the defendant, of goods as “Set in Rubber,” would 
induce anyone who saw that catalogue to believe that the goods 
therein described were manufactured by the plaintiff, because the 
catalogue shows, as clearly as it is possible to show anything, that 
the goods are manufactured by the defendant. To say that a name 
has acquired a secondary meaning, denoting the origin of manu- 
facture and at the same time io say that the use of those words 
in a catalogue of goods of another manufacture, would lead a person 
reading that catalogue to believe that the goods were manufactured 
by the first manufacturer, presents a contradiction which must 
destroy any secondary meaning of the word, because it would 
show that the secondary meaning was not that of origin, but of 
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process of manufacture. (See remarks of Chief Justice White in 
Singer Case at 200.) The same would seem to apply in respect to 
bill heads, letters, circulars, and advertisements other than dis- 
play matter, where the full name of the manufacturer is given equal 
prominence with that of the descriptive words “Set in rubber.”’ 
But, when the marking on the brushes is considered, I think quite 
a different situation is presented. The words “Set in Rubber” 
are so similar to the word “ Rubberset” that, when the former are 
found by an intending purchaser in the same place and in the same 
kind of characters on a brush as the latter word, as in this case, the 
natural result would be extreme liability of deception. The pub- 
lic, through the plaintiff’s advertisements of various kinds, has 
become accustomed to seeing the word “Rubberset,’’ embossed 
on the ferrule of the brushes advertised as manufactured by the 
plaintiff. The plaintiff was the first in the field to mark them. 
It follows, therefore, that the embossing by the defendant on the 
ferrule of its brushes of the words “Set in Rubber” is such as 
would inevitably lead to deception, as the evidence demonstrates 
that it has, and hence constitutes unfair competition. The words 
are thus used not descriptively, but as a trade-name. But it is 
insisted that, even if this is so, the use of the word “Devoe” on 
the ferrule of the brushes, in connection with the words “Set in 
Rubber” together with the marking of the name of the manu- 
facturer on the handle, will prevent misapprehension upon the 
question of origin. This depends, to some extent, upon the mean- 
ing which the word “Devoe” has acquired in the public mind. 
Although the defendant has long been engaged in the manufacture 
of brushes, still, the evidence shows, I think, that its reputation, so 
far as the public is concerned, is that of a manufacturer of paints. 
In addition the word “Devoe” might convey to the ordinary 
purchaser merely the name of a brand. I think the evidence 
demonstrates, as well as the probabilities based on common ex- 
perience, that the word “‘ Devoe,” used as it is in connection with 
the words “Set in Rubber,” would not sufficiently prevent mis- 
apprehension as to the origin of manufacture on the part of one 
who wished to buy a “Rubberset” brush manufactured by the 
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plaintiff, and whose inclination to do so was brought about by the 
plaintiff’s advertising. What has just been said applies to display 
matter furnished by the defendant and used in stores where its 
brushes are sold. A sign, such as was offered in evidence and 
therein referred to as the “ White Sign,”’ which has on it only this: 
“Something new in Devoe Quality—Set in Rubber,” and the 
picture of a brush with the words “Set in Rubber Devoe” on the 
ferrule, would be quite as likely to deceive an intending pur- 
chaser as the words “Set in Rubber Devoe’’ embossed on a brush. 
The remaining question is, therefore, what specific relief the plain- 
tiff is entitled to; relief which will protect it from injury, prevent 
deception of the public, and at the same time preserve the rights of 
the defendant. To preclude the use altogether of the words “Set 
in Rubber,’’ because of their resemblance to the word “ Rubberset” 
would be to give to the latter the full effect of a trade-mark, while 
denying its validity as such. This, so far as the Federal Courts, 
at least, are concerned, cannot be done (Herring, Hall Marvin Safe 
Co. v. Hall’s Safe Co., 208 U.S. 554, 559; Standard Paint Co. v. 
Trinidad Asphalt Co., supra, 461 [Reporter, vol. 1, p. 19]; Yale 
& Towne Mfg. Co. v. Ford, 203 Fed. 707 (Reporter, vol. 3, p. 
205] (C. C. A. 3d Cir.). Nor was any such relief granted 
in Reddaway v. Banham, supra, but the defendant was 
permitted to use the name “Camel Hair Belting” under 
restrictions, which would clearly indicate that the defendant’s 
product was not that of the plaintiff. The rule which must govern 
the Federal Courts is that stated by Chief Justice White in the 
Singer case (p. 200), that the word or words, must be accompanied 
with such indications that the thing manufactured is the work of 
the one making it, as will “‘uwnmistakably inform the public of that 
fact.” This does not mean, of course, that one may “dress up” 
his goods like another. In order to “unmistakably inform the 
public,” as to the origin, similar “dressing up” of goods may be 
enjoined where, if it were permitted, even though accompanied 
with the name of the manufacturer, it would be likely to deceive. 
I doubt not that in a proper case the use of words similar to those 
which have acquired a secondary meaning may be enjoined when 
they in themselves are likely to deceive, even if accompanied by 
something else to indicate the source of origin, if other words will 
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just as well describe the article. But I think that the words “Set 
in Rubber,” when the former trade custom of describing the process 
of manufacture, as “cement set,” “glue set,” etc., is taken into 
consideration, are so aptly descriptive of the characteristics of a 
brush made according to that process, that to require the defendant 
to use other words to describe the character of its goods would be 
to encroach unduly upon its rights. The decisions of the Circuit 
Court of Appeals and the Supreme Court in the “ Rubberoid” case 
furnish an example of the extent to which the Federal Courts, at 
least, may not go in this respect. But to permit the defendant to 
use the words “Set in Rubber” in the manner in which it has used 
them on its brushes and in its display matter, as before shown, will 
inevitably lead to deception of the public and injury to the plain- 
tiff. In order to prevent this deception and to “unmistakably 
inform the public” that its goods are not manufactured by the 
plaintiff, I think that the defendant must be restrained from the 
use at all of the words “Set in Rubber,” or similar words, on or 
near the ferrule of any of the brushes which it manufactures, ex- 
cept on the handle proper, in which latter place the full name of the 
manufacturer (not Devoe) must accompany them; and from using 
on any display matter in its or other stores where brushes are 
sold, the words “Set in Rubber,” or similar words, unless it ac- 
companies such use by a conspicuous positive statement that the 
brushes are not manufactured by the Rubberset Company. This 
also applies to labels on boxes, or other containers for brushes. 

The plaintiff will, therefore, be awarded an injunction in 
accordance with the above conclusions. It is also entitled to 
costs and damages. But, under the rule enunciated by the Cir- 
cuit Court of Appeals of this Circuit in P. E. Sharpless Co. v. 
Lawrence (213 Fed. 423) [Reporter, vol. 4, p. 333], and which I 
think finds support in the recent and as yet unreported opinion 
of the Supreme Court in Hamilton Brown Shoe Co. v. The Wolf 
Bros. & Co. [Reporter, vol. 6, p. 169], I do not think it is entitled 
to an accounting for profits, because I cannot find that the unfair 
competition was so “willful and fraudulent” as to justify the im- 
position of profits as a “punitive addition to the ordinary decree 
of compensatory damages.” 
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PENINSULAR CHEMICAL COMPANY v. LEVINSON, ef all. 
United States District Court 
Southern District of Ohio, June 28, 1916 


1. INFRINGEMENT—GOODS OF THE SAME DEscRIPTIVE PROPERTIES. 

Cigars are not goods of the same descriptive properties with medicinal 
preparations. Therefore, it is no infringement upon the plaintiff's trademark 
“*Penslar’” for such remedies, to apply it to cigars of the defendant’s manu- 
facture. 

2. Unratr Competition—DissmmiLarity oF Goons. 

There can be no unfair competition, unless there is competition in fact. 
The use upon cigars, of the plaintiff's trade-mark, applied by it to medicinal 
preparations, does not constitute unfair competition, even though cigars are 
usually sold in drug stores, where the plaintiff’s remedies are sold, and even 
though it leads purchasers to suppose that the cigars are manufactured or 
offered for sale by the plaintiff. 


In Equity. On final hearing. Bill of complaint dismissed. 


Lucking, Helfman, Lucking & Hanlon, Worthington, Strong & 
Stettinius, attorneys for plaintiff. 
Littleford, James, Ballard & Frost, attorneys for defendant. 


Ho.utstrer, District Judge: During the last few years certain 
manufacturers of medical remedies and toilet articles have sold 
their goods through certain drug stores whose owners they have 
made their respective exclusive dealer-agents, a distinctive name 
being given to the goods, and the same name being adopted for the 
drug stores. The goods of one manufacturer are named “ Rexall’; 
another “ Nyal,”’ and the complainant, since 1910, has adopted for 
its goods the name “ Penslar,” for which it registered its trade-mark 
in April, 1911. There may be others using the same way of mar- 
keting their wares. 

To such an extent had complainant introduced its goods at the 
time this suit was brought (December 2, 1915), that it had more 
than 5,500 agencies in the United States and Canada, and its sale 
had risen to more than $300,000.00 annually. These drug stores 
display the name “Penslar” on the front glass of the show window, 
or on the door of the store, and the dealer-agencies are known as 
“‘Penslar Drug Stores.’”’ The complainant does not own the drug 
stores, nor has it any interest in them so far as appears. The 
mark is distinctive; attracts attention, and is composed of a coined 
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word written with peculiar characteristics. It has no meaning, 
except as a name for complainant’s goods; but it denotes origin, not 
only from that fact, but also because it is an abbreviation of the 
adjective “Peninsular” in complainant’s corporate name. The 
name has become identified with complainant’s goods, which enjoy 
a high reputation for quality and reliability. The color adopted 
for the trade-mark is red upon a gray background, a plan from 
which complainant has not departed except in the markings upon 
the labels of a few toilet articles, for which departure there is a 
reasonable explanation. It may definitely be said that the trade- 
mark, colored red, is a distinctive marking and a marked feature of 
complainant’s labels. 

The defendant, Samuel Levinson, is a manufacturer of cigars 
in Cincinnati under the name, “Wyandotte Cigar Co.,”’ in which 
name the government internal revenue license is issued. He makes 
**Pen- 
slar Cigar Co.,”” and makes and markets “‘ Nyal”’ cigars under the 
name “‘Nyal Cigar Co.”’ He has no connection whatever with the 
complainant, or with the company under whose name “Nyal” 
agencies for its wares have been established, which are known as 
““Nyal Drug Stores.”” Defendant has appropriated these names, 
using one or the other upon the labels of his cigar boxes and upon the 
band encircling each cigar, and has copied complainant’s trade- 
mark in detail, including the color in which it is displayed. His 
sales of “‘Penslar’’ cigars are almost exclusively to “Penslar Drug 
Stores,’ complainant’s dealer-agencies. He has caused it to be 
represented to Penslar agencies that he is connected with com- 
plainant; that complainant and “ Penslar Cigar Co.” are the same 
company; that the “Penslar” cigar was of good quality, because 
the complainant could not afford to sell a poor cigar. These direct 
representations were made by defendant’s brother, 5. W. Levinson, 
who was his agent; but defendant disclaims authorization for the 
misrepresentations. 

Samuel Levinson is a man of much intelligence, and his state- 
ment that the marketing of his cigars under the complainant’s 
name and under the name “Nyal” was at the suggestion of his 
brother, as to one, and of a friend as to the other, does not over- 
come, not only the circumstantial evidence in the case, but facts 


and markets cigars called ‘“‘ Penslar” cigars under the name 
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which indicate beyond doubt that it was defendant’s purpose, by 
marking his cigars in the way he did and by attempting to intro- 
duce and introducing them into “Penslar Drug Stores,” to give 
the impression that the cigars were made by, and were the goods 
of, the complainant. To his conduct is attached the peculiar 
significance that almost always, if not quite universally, cigars 
are on sale in drug stores. They are usually in a show case in a 
prominent location in the store. 

Complainant’s corporate name indicates that it deals in chemi- 
cals and it does in fact deal in remedies for certain diseases. Drug 
stores are the appropriate places for the sale of its remedies. It 
does not make or deal in, or have authority to make, cigars. One 
familiar with “ Penslar’’ remedies carried in “‘Penslar Drug Stores” 
would, however, undoubtedly draw the conclusion that the maker 
of the “‘Penslar’’ remedies was the maker of “Penslar’’ cigars on 
sale in these stores, and had included within its business articles 
which were not medical remedies at all. The complainant’s 
present line of some 175 or more different articles includes not only 
remedies for diseases, but commodities which are usually carried 
by drug stores such as toilet articles, pencils and tooth brushes, to 
which the name “ Penslar”’ is also affixed. 

If complainant’s trade-mark covered cigars and it had au- 
thority to make cigars, made them and sold them to “Penslar 
Drug Stores,” this would be a flagrant case of infringement of 
trade-mark and of unfair competition: a fraud upon the public, 
because the purchaser does not obtain what he intended to buy, and 
an injury to the complainant, because the public, intending to buy 
its cigars, would purchase the cigars of some one else. These are 
the tests of infringement of trade-mark and of unfair competition 
(Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 674; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 U.S. 537, 549; Proc- 
ter & Gamble Co. v. Globe Refining Co., 92 Fed. 357, 360, 361 
(C.C. A. 6). 

In the case first cited, it was said by Mr. Chief Justice Fuller: 


sxe * * 


the manufacturer of particular goods is entitled to the reputation 
they have acquired, and the public is entitled to the means of distinguishing be- 
tween those, and other goods; and protection is accorded against unfair dealing, 
whether there be a technical trade-mark or not. The essence of the wrong consists 
in the sale of the goods of one manufacturer or vendor for those of another.” 
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Outside of such questions as may arise, affecting the juris- 
diction of the courts of the United States (in actions for infringe- 
ment of trade-mark the court has jurisdiction by reason of the 
subject-matter, and in an action for unfair competition jurisdiction 
is conferred by reason of diversity of citizenship), there is little 
difference between the actions, so far as the principle upon which 
they are based is concerned. Fraud on the public and injury to 
the complainant give the right in either case, the wrong being the 
representation that defendant’s goods are the complainant’s. The 
intent to deceive is presumed in the case of infringement of a trade- 
mark, while in cases of unfair competition, the intent must be 
proved, or what amounts to “palming off” defendant’s goods for 
complainant’s (Lawrence Mfg. Co. v. Tennessee Mfg. Co., 1388 U.S. 
537, 549; Elgin Watch Co. v. Illinois Watch Co., 179 U.S. 665, 674; 
Sampson Cordage Works v. Puritan Mills, 211 Fed. 603, 608 [Re- 
porter, vol. 4, p. 225] (C. C. A. 6); Gaines & Co. v. Turner-Looker 
Co., 204 Fed. 553, 556 [Reporter, vol. 3, p. 311] (C. C. A. 6). 

It was said by Judge Denison in Merriam & Co. v. Saalfield 
(198 Fed. 369, 372) |[Reporter, vol. 2, p. 448]: 


“The entire substantive law of trade-marks (excepting statutory provisions 
and construction) is a branch of the broader law of unfair competition. The 
ultimate offense always is that defendant has passed off his goods as and for those 
of the complainant.” 

In that case he said also (372): 

‘*A trade-mark is a trade-mark because it is indicative of the origin of the 
goods. The original right to its exclusive use was not based upon any statute, 
but upon principles of equity; and the right is acquired, not by discovery or in- 
vention or registration, but by adoption and use.” 

When adopted and established, it is a species of property (Leather 
Cloth Co. v. American Leather Cloth Co., 4 De Gex, J. & S. 137, 142; 
Boston Diatite Co. v. Florence Mfg. Co., 114 Mass. 69, 70; 38 Cye. 
760, n. 63). When that right of property has been injured, while 
an action at law for deceit would lie (4 De Gex, J. & S. 137, 139), 
equity takes jurisdiction because of the inadequacy of the remedy 
at law (Coca-Cola Co. v. Gay-Ola Co., 200 Fed. 720, 722 [Reporter, 
vol. 3, p. 4] (C. C. A.). When, therefore, the trade-mark is es- 
tablished, whether registered or not, consisting of a name or mark 
indicating origin, not descriptive in character nor geographical (to 
which, through usage and common acceptation, a secondary mean- 





374 SIX TRADE-MARK REPORTER 


ing has not become attached), and is the designating mark of a 
certain class of goods, its value may not be taken away, either by 
one who bodily appropriates it for the same class of goods which 
have acquired for the owner a reputation in the market, or by one 
who so dresses his goods as to deceive the not closely discriminating 
purchaser—that is to say, the ordinary purchaser—into the belief 
that he is getting the goods known to the market as the goods to 
which the known mark or name has been attached. 

The defendant does not deny these principles; but he denies 
their application to him, on the ground that complainant’s trade- 
mark, as registered, and by adoption and use, includes only certain 
classes of goods within which he claims are not found cigars, and 
that the complainant does not manufacture, sell or deal in cigars. 
Complainant’s registered trade-mark “ Penslar’’ is for— 


‘*remedies for liver ills, rectal ailments, impure blood, kidney and bladder troubles, 
diarrhea, colds, sore throat and bronchial affections, corns, catarrh, female ailments, 
dyspepsia, eczema, skin diseases, headache, rheumatism, toothache, for worms, and 
for relieving pain, salves, medicinal tonics, laxatives, cod-liver oil, nerve-stimulants, 
liniments, castor-oil, soothing-syrup, foot-powder, ointments, alteratives and liquid 
dentifrice, in Class No. 6, chemicals, medicines and pharmaceutical preparations.” 
Granting that, medicinally, tobacco is narcotic, emetic and 
cathartic (Webster), yet medicinal qualities are not usually as- 
cribed to tobacco in the form of cigars, and defendant’s contention 
that cigars are not in the same class with the remedies for which the 
trade-mark was registered would seem to be well taken. Granting 
for the purpose of this case, that the designation by the complain- 
ant of the class for which the mark is registered is not conclusive, 
and the fact that products of tobacco are in the Patent Office given 
a separate classification from complainant’s remedies, is not con- 
trolling, yet by the trade-mark statute (Act, February 20, 1905, 
c. 592, Sec. 16, section 9501 U. S. Comp. Stat., 1913, p. 4324), 
no person without the consent of the owner may reproduce or 
counterfeit, copy or colorably imitate, his trade-mark, “and affix 
the same to merchandise of substantially the same descriptive 
properties as those set forth in the registration, or to labels, signs, 
prints, packages, wrappers, or receptacles intended to be used upon 
or in connection with the sale of merchandise of substantially the 
same descriptive properties as those set forth in such registration.” 
The rule is substantially the same at common law. The rule 
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is stated, with citation of many cases, in headnote 3 of Hump Hair- 
pin Co. v. De Long Hook & Eye Co. (89 App. Cas. D. of C., 484) 
(Reporter, vol. 3, p. 238]: 


“Articles of merchandise may be said to be of the same descriptive properties, 
within the meaning of the trade-mark act, when their general and essential charac- 
teristics are of such a sameness that the use of a similar trade-mark will be likely 
to mislead the general public.” 

There is no likeness between cigars and complainant’s reme- 
dies, and no one buying a cigar in a “Penslar Drug Store,”” where 
the “Penslar’” remedies for diseases are sold, could possibly 
imagine he was getting a “‘Penslar’” remedy. 

Many cases are cited by counsel for complainant, some in- 
volving technical trade-marks, some unfair competition, and some 
both of these, in which the court found the offending article or 
commodity to be of the same class, or a species of the same class, 
of the article or commodity covered by the trade-mark. In them 
the relation of the article claimed not to be covered by the trade- 
mark, tested by the impression the mark upon it would make 
upon the not closely discriminating purchaser, to the article cov- 
ered by the mark or name, is obvious. These decisions do not, as 
said by Judge Denison in Gaines Co. v. Distilling Co. (226 Fed. 531, 
537) [Reporter, vol. 6, p. 16], permit the particular trade-mark to be 
‘divided as to its subject-matter.” 

The only ground upon which this trade-mark could be held 
applicable to cigars would be that cigars are almost universally 
found on sale in drug stores. But if cigars are included in the 
class of articles described in complainant’s registration because of 
that reason, the same would hold true of many articles now carried 
in drug stores, particularly in cities where such stores have become 
a kind of department store in a small way. Goods are now offered 
in drug stores which have no relation to drugs and medicines, 
though they have largely entered into the business carried on in 
drug stores. Today may be seen within a block of the Postoffice 
in Cincinnati in windows of drug stores, stationery, suitcases, 
‘andies, toys, bathing caps, umbrellas, etc. No doubt, many of 
these articles are carried in “Penslar Drug Stores,” to which 
complainant now sells pencils and tooth brushes, but has not yet 
definitely decided to carry candy, cigars and rubber goods; but 
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no purchaser would regard these articles as “‘Penslar” remedies 
even if marked with that name, but would think they were put 
upon the market by the owner of “ Penslar’’ remedies. 

The complainant does not deal in cigars, and while the lan- 
guage in many of the cases, in describing the nature of the wrong 
done by an infringer, speaks of it as the representation of one’s 
goods to be those of another, thereby giving the impression that the 
infringement would exist if the name were applied to other classes 
of goods than those known through the trade-mark, registered or 
otherwise, yet there seems to be no doubt that the trade-mark or 
name is limited to the class or kind to which the owner’s trade- 
mark has been affixed and known under that name in the market. 
In Canal Co. v. Clark (13 Wall, 311, 323), it was said by Mr. Justice 
Strong: 

“*No one can claim protection for the exclusive use of a trade-mark or trade- 
name which would practically give him a monopoly in the sale of any goods other 
than those produced or made by himself.” 

This is quoted in Mfg. Co. v. Trainer (101 U.S. 51, 54). In 
that case, the rule is stated by Mr. Justice Clifford (57): 


“that he who first adopts such a trade-mark acquires the right to its exclusive use 
in connection with the particular class of merchandise to which its use has been 
applied by himself or his agents. 


‘Prior use is essential to any such exclusive claim, as the right to protection 
begins from such actual prior use; nor does the right to protection extend beyond 
the actual use of the device. Hence the use of it on one particular article of manu- 


facture or merchandise will not prevent another from using it on another and dif- 
ferent classofarticles * * * . 


These statements are found in a dissenting opinion, it is true; 
but as declarations of general rules, are as valuable as if found in 
the opinion of the majority. It was said by the Lord Chancellor, 
in Leather Cloth Co. v. American Leather Cloth Co. (4 De Gex, J. & 
S. 137, 141): 


“It is indeed true that, unless the mark used by the defendant be applied by 
him to the same kind of goods as the goods of the plaintiff, and be in itself such, that 
it may be, and is, mistaken in the market for the trade-mark of the plaintiff, the 
Court will not interfere, because there is no invasion of the plaintiff's right * * *.” 


Judge Denison, in Merriam Co. v. Saalfield (198 Fed. 369, 376) 
[Reporter, vol. 2, p. 453], speaking of rights in trade-marks and to 
protection against unfair competition, says: 


“ee * * * 


these rights are only incidental to an _— business; they 
cannot be independently injured or suffer damages; * : 
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Judge Sanborn states the general rule to be: 


“the owner must have used his trade-mark on the same class but not neces- 
sarily on the same species of goods as the alleged infringer, in order to entitle him 
to its protection against infringement.’’—Layton Co. v. Church Co., 182 Fed. 35, 


37 (C. C. A. 8). 

“Penslar,” as a trade-mark or trade-name, does not cover 
cigars, and its adoption by defendant for cigars does not deprive 
complainant of its property in the trade-mark it has upon another 
class of goods. Hence, there is no injury to complainant of which 
the law takes cognizance. 

Of course, if there is a proper trade-mark, the complainant is 
entitled to an injunction against trespasses upon it. And this is so 
whether the infringement was intentional or not, or injurious or 
not, for in such case intent and damage are immaterial (Layton Co. 
v. Church Co., 182 Fed. 24, 33, 34 (C. C. A. 8). The reason is that 
equity will protect the owner’s property right (Lawrence Mfg. Co. v. 
Tenn. Mfg. Co., 188 U. S. 537, 549). It was said by Judge Baker 
in Church Co. v. Russ (99 Fed. 276, 279): 

“The cases all agree that no one has a right to use another’s trade-mark in 
connection with similar goods.” 

But complainant has no property right in its trade-mark as 
applied to cigars, for cigars are not in the same class as its remedies 
and has no point of similitude with them. The test of a technical 
trade-mark may be drawn from what is said by Judge Cochran in 
Bissel v. Bissel Plow Co. (121 Fed. 357, 364, 365) : 

“Indeed, what makes a mark affixed by a seller to goods produced or selected 
by him a technical trade-mark (7. e., one whose exclusive use by him in marking 
goods of the same or like character will be protected) is that that when it is affixed 
to goods of that character it amounts to a representation that they are the goods of 
the person who has adopted it as his trade-mark. If it does not amount to such a 
representation, it is not a technical trade-mark.” 

The existence of a valid trade-mark is not, however, essential 
to a right of action for unfair competition, the essence of which 
consists in the palming off the merchandise of one person for that of 
another (Sampson Cordage Works v. Puritan Cordage Mills, 211 
Fed. 603, 608 [Reporter, vol. 4, p. 232]; Head-note, Standard Paint 
Co. v. Trinidad Asph. Co., 220 U. S. 446) [Reporter, vol. 1, p. 10]. 
The cardinal rule upon the subject of unfair competition is laid 
down by Judge Severens: 
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“« * * * no one shall, by imitation or any unfair device, induce the public 


to believe that the goods he offers for sale are the goods of another, and thereby 
appropriate to himself the value of the reputation which the other has acquired 
for his own products or merchandise.” —Procter & Gamble Co. v. Globe Refining Co., 
92 Fed. 357, 361. 

It is manifest that the palming off must be with reference to 
the same, or similar, kind of goods, otherwise there would be no 
pecuniary injury to the owner of the goods caused by the palming 
off of another’s goods for his, although the public might be de- 
ceived into thinking defendant’s goods were the goods of plaintiff 
sought to be purchased. 

In cases of unfair competition, however, an injunction does 

not issue as of course, but the intent to deceive the public must be 
shown, or may be inferred “from the inevitable consequences of the 
act complained of” (Elgin Watch Co. v. Illinois Watch Co., 179 U.S. 
665, 674; Sampson Cordage Works v. Puritan Cordage Mills, 211 
Fed. 603, 608 [Reporter, vol. 4, p. 225] (C. C. A. 6). The only 
injury to the owner, growing out of the deception of the public, lies 
in the fact that he has lost, or will necessarily lose, sales he would 
otherwise make of his own goods, and which the offender makes 
through the reputation of the owner. It was said by Judge Den- 
ison, in discussing the question of damages in trade-mark and unfair 
competition cases (Merriam Co. v. Saalfield, 198 Fed. 369, 376) 
[Reporter, vol. 2, p. 453]: 
“there can be no damage in connection with violation of these rights, except as there 
is injury to the business and good will; and this damage can be only through loss 
of sales which otherwise would have accrued to the injured business (or, indeed, 
damage to the reputation of the goods —another subject.)” 

Isolated statements in the opinions of many decisions may be 
made the basis of a serious claim that imposition on the public 
is a sufficient foundation for the intervention of equity, yet equity 
will not interfere at private instance to protect a public wrong. 
It is the private injury which gives the private right of redress. If 
the complainant is not injured by what has been done, it has no 
right to complain. In American Washboard Co. v. Saginaw Mfg. 
Co. (103 Fed. 281, 285), it was said by then Judge Day, with whom 
sat Judges Taft and Lurton: 


“It is doubtless morally wrong and improper to impose upon the public by the 
sale of spurious goods, but this does not give rise to a private right of action unless 
the property rights of the plaintiff are thereby invaded. There are many wrongs 
which can only be righted through public prosecution, and for which the legislature, 





' 

























PENINSULAR CHEMICAL CO. V. LEVINSON, ET AL. 379 





and not the courts, must provide a remedy. Courts of equity, in granting relief by 
injunction are concerned with the property rights of complainant.’ (Citing 
Leather Cloth Co. v. American Leather Cloth Co., 4 De Gex, J. & S. 137, 11 H. L. Cas. 
523, and Weener v. Brayton, 152 Mass. 101.) 

(See, also, Borden’s Condensed Milk Co. v. Horlick’s M. M. Co., 
206 Fed. 949, 953 [Reporter, vol. 3, p. 476] (D. C.), and Motion 
Picture Patents Co. v. Eclair Film Co., 208 Fed. 416, 417, 418 
(Reporter, vol. 4, p. 6] (D. C.) ). 

It is said by Judge Carpenter in Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co. (201 Fed. 510, 513 [Reporter, vol. 
8, p. 85] (C. C. A. 7) ): 

“It has been said that the universal test question in cases of this class is whether 
the public is likely to be deceived as to the maker or seller of the goods. This, in 
our opinion, is not the fundamental question. The deception of the public nat- 
urally tends to injure the proprietor of a business by diverting his customers and 
depriving him of sales which otherwise he might have made. This, rather than the 
protection of the public against imposition, is the sound and true basis for the 
private remedy. That the public is deceived may be evidence of the fact that the 
original proprietor’s rights are being invaded. If, however, the rights of the orig- 
inal proprietor are in no wise interfered with, the deception of the public is no 
concern of a court of chancery.” 

Of course, the right of the State, through its proper officer, to 
protection by injunction against acts affecting public morals, when 
the acts involved are a public nuisance, is another subject. 

Since the defendant does not compete with the complainant 
in the sale of cigars and cigars have no similitude whatever to any 
of the goods in which complainant deals, and upon which its 
mark is affixed, I am unable to see how the charge of unfair com- 
petition can be sustained unless in some way it is made to appear 
that a pecuniary injury to the complainant has resulted, or will 
result, from the acts complained of. There are decisions which 
would seem to indicate that relief was given although no injury 
appeared to the owner of the name growing out of the loss of 
sales by him. So far as any of them depart—if, upon analysis, 
there is a real departure from the principle upon which relief is 
given in cases of this kind—I am unable to follow them, and am not 
bound by them. In these there is involved the making by de- 
fendant of a species of the same kind of goods, to which the repu- 
tation of another had attached, and in all of them, so far as appears, 
the complainant had the right to make the offending article; and 
it was held that when he made it the reputation acquired by other 
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goods of the same class would attach when the owner actually 
made the article in controversy. The present case may be dis- 
tinguished from these on at least two grounds. One is, that cigars 
are not in the same class as “Penslar’’ remedies; and the other, 
that plaintiff did not, under its charter, have the right to make 
cigars. 

The purposes of complainant, as disclosed by its charter, are— 


“The manufacture and sale and dealing in pharmaceutical specialties and 

kindred articles, and the transaction of all business incidental thereto” 
—and do not include the making of, and dealing in, cigars. It 
may be that defendant, a wrongdoer, could not defend on this 
ground, since complainant’s want of power to make and deal in 
cigars is no injury to him (Railroad Co. v. Ellerman, 105 U.S. 166, 
174); but it seems to me as a part of complainant’s case and as an 
essential part of the right of property for which he seeks protection, 
that since it does not make or deal in cigars, it must in any event 
show its right to do so. If it, indeed, made and sold cigars, it 
would be difficult to patiently listen, in contemplation of de- 
fendant’s conduct, to his assertion that complainant had no right 
to make and deal in cigars; but since complainant neither makes 
or deals in cigars, nor has the right to do so, it is difficult to see how 
it can successfully charge the defendant with unfair competition 
in that commodity. 

The conclusion in this case need not, however, be based upon 
complainant’s want of authority to make and deal in cigars, but 
on the fact that it does not do so, and the defendant does not, 
therefore, compete with complainant. In the case of Borden Ice 
Cream Co. v. Borden’s Condensed Milk Co. (201 Fed. 510, 514) 
[Reporter, vol. 3, p. 86], it was squarely stated: 


“The phrase ‘unfair competition’ presupposes competition of some sort. In 
the absence of competition the doctrine cannot be invoked.” 


It will be noticed that complainant’s power in that case was 
quite broad. The decision in this case is placed on the ground that 
complainant has no trade-mark or trade-name covering cigars, and 
it does not make, sell or deal in cigars and that cigars are not 
a like or similar commodity with and to complainant’s remedies for 
diseases. 
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It may not be doubted that if anything defendant has done 
injures, or tends to injure, the reputation plaintiff has acquired for 
its remedies under the name “Penslar,” an injunction would issue. 
But it cannot be said that the defendant’s use of the name “Pen- 
slar’’ in connection with its cigars either in itself injures or tends to 
injure the reputation complainant has for its other goods. It is 
conceivable that defendant could make and sell a cigar under that 
name of superior quality, which might enhance the reputation 
complainant has in its other goods. It is probable that cigars of 
poor quality would injure the sale of complainant’s remedies. 
There is no evidence whatever that the complainant, even in a 
single instance, has lost anything by the want of good quality in 
defendant’s cigars. There was evidence introduced tending to 
show his cigars do not contain as much Havana tobacco as such 
cigars should contain (he makes five- and ten-cent cigars); but 
there was no standard with relation to which the court could say 
that the quality of the cigars was such as to necessarily affect the 
reputation the complainant has for high quality in its remedies. 

After much consideration, the conclusion is reached that the 
bill should be dismissed for the reasons given. 

In view of this conclusion, it will not be necessary to decide the 
question raised by defendant that the complainant cannot, in any 
event, maintain the suit because of the alleged untrue statements 
on its labels that its remedies are made in Canada when in fact 
they are made in Detroit. On this question, no opinion is ex- 
pressed. 


Boston SHOE SHOP v. McBroom SHOE SHOP 
(72 Southern Rep., 102) 


Supreme Court of Alabama 


June 1, 1916 


1. Unratrr CoMPETITION—ADVERTISING SIGN. 

The use of a sign upon a shoe repair shop, which was calculated to cause 
the public to believe that the shop is that of the plaintiff, is unfair competition 
and should be enjoined. 

2. Unratrr CoMPETITION—FRAUD AND DECEPTION. 

It is not necessary to allege or prove actual fraud, where the imitation 
exists, nor need it be shown that persons have been actually deceived. The 

likelihood of deception is sufficient. 
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Appeal from a decree of the law of equity court, Mobile county, 
sustaining a demurrer to complaint. Reversed and remanded. 

The bill of complaint alleged that one Reuben A. McBroom, 
up to the time of his death, conducted in Mobile a shop for re- 
pairing shoes, under the name of the “Boston Shoe Shop.” For 
a long time prior to his death, he had used extensively on his 
letterheads, in his advertising matter, and otherwise, an orna- 
mental design, consisting of the name “Boston Shoe Shop” in a 
peculiar form of script, having underneath a heavy stroke in 
which appeared, as if cut out, the words “We fix ’em quick.” 
Plaintiff, upon his death, bought the business from his personal 
representatives and continued it. Thereafter, the widow and sons 
of the deceased formed a corporation and opened the “McBroom 
Shoe Shop,”’ using upon letterheads, in advertising matter and 
upon banners and signs on its place of business, the name “Mc- 
Broom Shoe Shop”’ in script, with a heavy stroke underneath, 
on which appeared, as if cut out, “We fix ’em quicker.” 

And in applying this test, viz., the likelihood of deception of 
an ordinary person exercising ordinary care, as was justly observed 
by Lacombe, J., “‘regard must be had to the class of persons who 
purchase the particular article for consumption, and to the cir- 
cumstances ordinarily attending their purchase”’ (N. K. Fairbank 
Co. v. R. W. Bell Mfg. Co., 77 Fed. 869, 871, 23 C. C. A. 554, 556). 
Nor is “‘a nice discrimination to be expected from the ordinary 
purchaser” (Internat. Silver Co. v. Rogers’ Corp., 67 N. J. Eq. 646, 
60 Atl. 187, 110 Am. St. Rep. 506, 510, 3 Ann. Cas. 804). 

Of course, the mere existence of differences which are patent 
to the observant and well informed does not necessarily amount 
to a sufficient differentiation, and similarity in the main distin- 
guishing features will usually be sufficient to constitute infringe- 
ment or unfair competition (Boardman v. Meriden Britannia Co., 
35 Conn. 402, 95 Am. Dec. 270; Pratt’s Appeal, 117 Pa. 401, 11 
Atl. 878, 2 Am. St. Rep. 676; Sazlehner v. Eisner, etc., Co., 179 
U.S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60; 38 Cyc. 790b). 

Applying these principles to the case before us, we cannot 
avoid the prima facie conclusion that respondent’s device for 
advertising its business and soliciting the patronage of the public 
was studiously designed to imitate the salient features of the 
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device previously used by the Boston Shoe Shop; and that the 
imitation is of such form, appearance, and character as may 
readily deceive the average patron of complainant’s establishment, 
and thus divert some of its patronage by what must be regarded 
as unfair competition. 

Our conclusion is fully sustained and vindicated by the con- 
sensus of judicial opinion as illustrated by a great number of 
analogous cases: Kyle v. Perfection Mattress Co., 127 Ala. 39, 28 
South. 545, 50 L. R. A. 628, 85 Am. St. Rep. 78; Weinstock v. 
Marks, 109 Cal. 529, 42 Pac. 142, 30 L. R. A. 182, 50 Am. St. 
Rep. 57; G. G. Fox Co. v. Glynn, 191 Mass. 344, 78 N. E. 89, 
9 L. R. A. (N.S.) 1096, 114 Am. St. Rep. 619; Vulcan v. Myers, 
139 N. Y. 364, 34 N. E. 904; Lawrence Co. v. Tennessee Co., 138 
U.S. 549, 11 Sup. Ct. 396, 34 L. Ed. 997; McLean v. Fleming, 
96 U. S. 245, 24 L. Ed. 828; Northwestern Consol. Co. v. Callam 
(C. C.) 177 Fed. 786; Mellwood Distilling Co. v. Harper (C. C.) 
167 Fed. 389; Hansen v. Siegel Cooper Co. (C. C.) 106 Fed. 691; 
Centaur Co. v. Killenberger (C. C.) 87 Fed. 725; Fairbank Co. v. 
Bell Co., 77 Fed. 869, 23 C. C. A. 554; Enoch Morgan’s Sons v. 
Ward, 152 Fed. 690, 81 C. C. A. 616, 12 L. R. A. (N. S.) 729; 
Same v. Whittier Coburn Co. (C. C.) 118 Fed. 657; 38 Cyc. 780, 
note 31. See, also, Mr. Freeman’s note in 85 Am. St. Rep. 83- 
125, on trade-mark cases. 

An inspection of the infringed and infringing devices exhibited 
by the bill of complaint will illustrate the obnoxious character of 
the imitation complained of, far better than mere verbal descrip- 
tion can do. Doubtless the learned trial judge was misled by the 
obvious difference in the names “Boston Shoe Shop” and “Mc- 
Broom Shoe Shop.” Such a difference might, indeed, be sufficient 
to avoid the conclusion of unfairness, but for the fact that the 
business of the Boston Shoe Shop, as well as its peculiar advertising 
device, had for many years been associated with the name of its 
founder, R. A. McBroom, and hence the advertisement of a 
““McBroom Shoe Shop,” by the same peculiar device, would bear 
upon its face a powerful and persuasive suggestion that the original 
shoe shop was now doing business under the new name—a sugges- 
tion by no means weakened by the seductive addition of a single 
syllable to the slogan, ‘‘ We fix ’em quick.”’ As said by Tyson, J., 
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in Kyle v. Perfection Mattress Co., 127 Ala. 39, 51, 28 South. 545, 
547 (50 L. R. A. 628, 85 Am. St. Rep. 78): 

“When there is a marked similarity in the labels, signs, literature, and devices 
for attracting custom, but little weight is attached to precautionary differences or 
denials of a purpose to deceive the public.” 

The bill does not charge in terms that the imitation of com- 
plainant’s device was designed or fraudulent. But while design is 
significant, and may be in many cases of controlling importance, 
neither design nor actual fraud in such an imitation is a necessary 
element of the right to relief (C. S. Higgins Co. v. Higgins Soap 
Co., 144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 43 Am. St. Rep. 
769; Koebel v. Chicago, etc., Bureau, 210 Ill. 176, 71 N. E. 362, 102 
Am. St. Rep. 154; Nesne v. Sumdet, 93 Minn. 299, 101 N. W. 490, 
106 Am. St. Rep. 439, 3 Ann. Cas. 30; Wirtz v. Eagle Bottling Co., 
50 N. J. Eq. 164, 24 Atl. 658; 38 Cyc. 784, 785, and cases cited in 
notes 37 and 38). 

Nor is it necessary to show, in a bill for injunction merely, 
that any persons have been actually deceived (38 Cyc. 773, and 
cases cited). 

It results that there is equity in the bill, and the general 
demurrer was erroneously sustained. Let the decree of the lower 
court be reversed, and a decree be here rendered overruling the 
demurrer to the bill of complaint. 

Reversed, rendered, and remanded. 

ANDERSON, C. J., and MayrreLp and Tuomas, JJ., concur. 


Tuomas F. Sprices v. Lewis R. FisHer, et al. 


Circuit Court of Baltimore City, Maryland 
June 10, 1916 


1. Unratrr ComPetit1ion—Dressine or Goons. 

While there can be no monopoly in the form, color or size of package, if 
the dress and appearance of goods are deliberately made so like those of other 
goods as to deceive the consumer and deprive the manufacturer of the latter 
goods of sales which he would have otherwise made, the wrong of unfair com- 
petition is established. 


In Equity. On demurrer to bill of complaint. Overruled. 


Arthur P. Greeley and Tolson & Tolson for plaintiff. 
Venable, Baetjer & Howard for defendant. 
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[This case is of special interest, because it is purely one of unfair competition 
in the dressing of goods and because of the absence of any identical feature in the 
labels of the two companies, the resemblance being purely one of general arrange- 
ment. Annexed is a cut of the labels herein.] 


COMPLAINANT'S LABEL 
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This Paper is made from the best 
stock of Jute and is medicated with 
the active principle of Witch Hazel, 
| ene of the best known remedies fer 


TOILET PAPHDE 
>» Thereughly Medicated © 


EXPRESSLY PREPARED, AND 
FOR FINE DRUGGISTS’ TRADE. 


“ADIdAO LNALVd ‘SN CGAYALSIORY, 


DEFENDANT'S LABEL 


ROYAL 


CARBOLATED -—eeeaaere 


from injurious chemicals. The 
ANTISEPTIC qualities of this 
brand have no superior for health 
and safety. Manufactured express- 
ly for the select trade. 


Toilet - Paper 


“THOROUGHLY MEDICATED 


Expressly Prepared for the Select Trade. 


Dawkins, J.: The plaintiff alleges infringement of a regis- 
tered trade-mark used in the manufacture of a certain toilet 
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paper, and further charges that the defendant by such infringe- 
ment is practicing unfair competition. To the bill the defendant 
has demurred. The reasons for the demurrer are that no cause of 
action has been made out and that there has been no ground 
shown for an injunction. The defendant also alleges that if any 
wrong has been committed there is an ample remedy at law. 

Even though no case of infringement is disclosed by the bill 
and exhibits, yet if any unfair competition can be shown, no matter 
in what form it appears, the Court should protect the wronged 
party. If such unfair competition can be shown to exist, a court 
of equity has jurisdiction to enjoin the same. 

It would not seem proper for the Court to depend upon its 
own eyesight as suggested at the argument to determine the ques- 
tion of competition before hearing the facts. If the statements 
of the bill be true, and they are assumed to be true for this purpose, 
a case may be made out, though an examination of the exhibits 
would not seem to indicate it. 

Whilst there should be no monopoly in form, color or size of 
the package, yet, if these can be shown to have been assembled in 
such a guise as to intentionally fool the public or the consumer, 
then the plaintiff should be entitled to the relief he seeks. The 
dress and appearance of the goods if deliberately made like those 
of another or similar thereto and put on the market to deceive the 
customer, may produce unfair competition. If the defendant, by 
deceiving his customers and depriving the plaintiff of sales which 
he would otherwise have made uses the methods alleged in the 
bill, the defendant would be guilty of unfair competition. If one 
enters the trade of another and by dressing up his goods in such 
a way as to cause any confusion between his goods and those of 
another, he has violated the law of proper trading (Bagby v. 
Rivers, 87 Md. 400; Parlett v. Gugenheim, 67 Md. 542, 38 Cyc.). 

Any artifice, device or peculiar arrangement which tends to 
increase the probability of deception and which is not necessary 
for any proper purpose, should be enjoined. 

“Tt is sufficient that the resemblance is such that it is calcu- 
lated to deceive the ordinary purchaser under the conditions pre- 
vailing in the particular traffic to which the matter relates” 
(Luyties Bros. v. Zimmerman & Co., 183 N. Y. Sup. 997). 
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The imitation need not be in all respects, but the question is 
whether or not the imitation is of such a character as that the 
purchaser may be imposed upon by it (Shaw Stocking Co. v. Mack, 
12 Fed. Rep. 707; National Biscuit Co. v. Pacific Coast Biscuit Co., 
N. J. Chancery Court, June 6, 1914 [Reporter, vol. 4, p. 356]; 
Holeproof Hosiery Co. v. Wallach Bros., 190 Fed. Rep. 606 [Re- 
porter, vol. 2, p. 16}. 

The plaintiff’s remedy, if he proves the allegation of his bill, 
and is entitled to relief, is clearly in equity. It would seem on the 
face of the bill, a case is made out, the demurrer will, therefore, 
be overruled. 


INNOVATION INGENUITIES, INc. v. New York Times CoMPANY 
(217 N. Y., 53) 


New York Court of Appeals 


February 22, 1916 


Unratr CoMPETITION—PUBLICATION OF MISLEADING ADVERTISEMENT. 

The proprietor of a newspaper which publishes an advertisement illus- 
trating one article, but advertising and offering for sale another and different 
article, is not liable in damages, unless special damages be shown in the loss 
of specific customers, who were led to purchase the goods of another, believing, 
by reason of the use of the illustration, that they were the plaintiff's. 


Appeal from a judgment of the appellate division of the 
supreme court in the first judicial department, March 10, 1914, 
affirming, without opinion, a judgment in favor of defendant, 
entered upon an order of special term, granting a motion by de- 
fendant for judgment in its favor upon the pleadings. 

The opinion of Mr. Justice Greenbaum, at special term, was 
as follows: 


Asserting the insufficiency of the complaint, the defendant moves for judg- 
ment upon the pleadings, and in the event of the court’s denial of the motion, then 
in the alternative for a bill of particulars of the items of damage alleged in the 
complaint. The complaint alleges the careless, willful and intentional insertion in 
defendant's newspaper of a cut or picture illustrative of plaintiff's patented inno- 
vation trunk in connection with the publication of an advertisement on behalf of 
one of the large department stores advertising a special sale of trunks at reduced 
prices, considerably lower than the established prices of plaintiff's trunks, whereby 
the public was deceived and induced to believe that the trunks thus advertised 
were those of the plaintiff, thus depriving the plaintiff of the profits that it other- 
wise would have made upon the trunks sold by the department store in question. 
Plaintiff also alleges that its trunks were sold only to certain department stores 
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upon fixed prices, and that it sustained further damages in that the false publica- 
tion of the picture or cut led the public and its customers to believe that the price 
of its trunks had been reduced, and that a large number of persons will refuse to 
purchase them at the prices firmly fixed and established by it. It is not alleged 
that the descriptive matter underneath the cut was applicable to plaintiff’s trunk, 
nor that there was any semblance in name between the trunk advertised and the 
plaintiff’s trunks. It isevident that the damages complained of are predicated upon 
the theory of an injury resulting from the alleged misconduct of the defendant in 
respect to the property rights of the plaintiff in the patented trunk, and the action 
is akin to one for slander of a property right or title. Thus tested, no claim for 
general damages exists against the defendant, and unless special damages are 
alleged no cause of action is stated (Marlin Fire Arms Co. v. Shields, 171 N. Y., 
384, 390, et seq., and the following cases therein cited: Tobias v. Harland, 4 Wend., 
537; La Massena v. Storm, 62 App. Div., 150; Kennedy v. Press Pub. Co., 41 Hun, 
422; Dooling v. Budget Pub. Co., 144 Mass., 258; Reporters’ Ass’n v. Sun Printing 
& Pub. Co., 186 N. Y., 437, 442). It follows, therefore, that the allegations of gen- 
eral damages are unwarranted and unnecessary, and it only remains to determine 
whether the allegations of special damages are sufficient. The essential element of 
special damages in this case is the loss of customers, and it has been uniformly 
held that “‘the persons who ceased to be the customers or who refused to purchase 
must be named, and that if they are not named no cause of action is stated”’ (Linden 
v. Graham, 1 Duer, 670, which is cited with approval in the recent case of Reporters’ 
Ass'n v. Sun Printing & Pub. Co., supra, at page 422). The wisdom of the rule is 
well exemplified in this case, where the plaintiff in the affidavit in opposition to 
the motion for the bill of particulars constituting its alleged claim for special dam- 
ages, although in its complaint it has alleged such damages upon information and 
belief. It therefore follows that no cause of action is stated and the motion for 
dismissal of the complaint must be granted, with costs. 


Adam K. Stricker for appellant. 
Harold Nathan and Alfred A. Cook for respondent. 


Judgment affirmed, with costs; no opinion. 
Concur: WiLtLARD Bartuetrt, Ch. J., Hiscock, CuHass, 
Coturn, Hocan, Carpozo and SEeaBury, JJ. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


What May be a Trade-Mark 


Appeal from a decision of the examiner of trade-marks, 
refusing to register a trade-mark for doors, consisting of “‘a strip 
of contrasting color affixed to the edge of the door’”’ and which 
applicant states “is applied or affixed to the door by inserting a 


relatively thin strip in the edge thereof or otherwise supplying 
the door with a thin strip of contrasting color.” 
The examiner’s refusal is based first on the failure of the 
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applicant to properly describe the mark and secondly upon the 
inherent nature of the mark. The reasons for these objections 
overlap, but as to the first objection, it is noted that applicant 
limits himself to a mark of “contrasting color,” only when com- 
pared to the color of the door. Applicant contends that this 
mark is used only on doors of superior construction, that on said 
doors it would be impracticable to attach the ordinary plate or 
label, since architects will not allow signs or advertisements on 
doors of this character, and it would furthermore be impracticable 
to affix a plate or label on the edge of the door since the edge of 
most doors must be planed off accurately to fit the door opening. 
Applicant therefore has inserted this strip on the edge of the door, 
which when the door is opened or partially closed, is hidden from 
view, and therefore is not objectionable to fastidious people. 

Moreover, it allows planing of the edge without obliterating 
the mark. He asserts that the mark has neither a useful nor 
ornamental function, except to indicate origin and because of the 
peculiar circumstances, a trade-mark could ordinarily only be 
affixed to his door in some such way as he has adopted. Also as 
his doors are made only of the handsomest woods, which vary in 
color from dark teakwood to light maple, the strip constituting 
the mark to be contrasting would have to vary from light to dark. 

Under these circumstances, it is held that applicant’s strip, 
assuming it has no useful function other than that of indicating 
origin or ownership, might be a legal trade-mark. 

One of the leading decisions on marks of this character is 
that of A. Leschen Sons Rope Co. v. Broederick & Bascom Rope Co. 
(201 U. S. 166). While the registration considered in that case 
was held to be invalid, it was on the ground that the mark was too 
broadly defined, mainly because complainant had not limited his 
mark to any particular color or design, the court observing that 
a mark which may be infringed by a streak of any color, however 
applied, is manifestly too broad. 

Following this decision, it is held that applicant should be 
required to limit himself to one certain definite color, and since 
the design shown in the exhibit at the hearing was a light pine 
wood color, it is held that if applicant will change the word “con- 
trasting”’ in his statement to “light” and cancel from the state- 
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ment the words, “‘or otherwise supplying the door with a thin 
strip of contrasting color,” his statement will be sufficiently definite 
to come within the terms of the Supreme Court decision. 
Secondly as to the inherent nature of applicant’s mark pre- 
cluding it from registration, it is not apparent why, if a differently 
colored strand in a wire rope constituted a valid trade-mark, 
applicant’s light colored insert in the edge of his door cannot be 
an equally good mark, especially in view of the difficulty of attach- 
ing the ordinary trade-mark to applicant’s goods. If applicant 
will limit his mark, as above indicated, it should be registered.! 


’ 


Newton, A. C.—Application to register “Vera von Wissen’ 
for newspaper sections. The specimens indicate that the words 
are the nom de plume of the authoress of the articles printed therein. 

Since applicant has submitted an affidavit that the words are 
neither the name of an individual or the nom de plume of the author- 
ess, his statement may be accepted and the words registered.” 


Descriptive Terms 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register “‘ Nonpareil” as a trade-mark for 
tiles and tiling. Registration of the word has been refused twice 
before (Ex parte, Williams, 66 Ms. Dec., 201; Ex parte, Luken- 
heimer, Reporter, vol. 4, p. 372). The mark has been in use for 
twenty years and may be no longer descriptive. Applicant may 
have a good common law mark, but there is no provision for its 
registration.’ 


Newton, A. C.—‘“‘Peau de Soie” (“Silk Skin”) for type- 
writer ribbons is either deceptive or descriptive, hence not regis- 
trable.* 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register the word “Orange” and a picture 
of two oranges and foliage, as a trade-mark for tooth paste, powder 
and mouth wash, because descriptive, indicating that the products 


1 Ex parte, David Charles Meehan, 119 Ms. Dec., 494, June 13, 1916. 

? Ex parte, German Journal Corporation, 119 Ms. Dec., 134, March 14, 1916. 
3 Ex parte, Armstrong Cork Company, 119 Ms. Dec., 12%, March 10, 1916. 

4 Ex parte, George E. Pelton, 119 Ms. Dec., 135, March 14, 1916. 
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are flavored with orange (Wrigley v. Grove, 183 Fed. Rep. 99). 
Affirmed.’ 


Newton, A. C.—Appeal from the refusal of the examiner of 
trade-marks to register ““Faultless Brand” as a trade-mark for 
vanned fruits and vegetables, because descriptive. 

Although applicant has used these words quite extensively for 
a great many years, it would be against the trend of the decisions 
to register it under the present trade-mark statute, unless under 
the ten year proviso thereof, which applicant is not in a position 
toinvoke. The decision of the examiner of trade-marks is affirmed. 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register ““Wet Weather shells”’ as a trade- 
mark for paper shot shells, applicant having disclaimed the exclu- 
sive use of the word “shells’’ except in connection with the other 
words. 

The ground of refusal has been that “wet weather” is descrip- 
tive of the shells since it indicates that, because of the way in 
which the shells are constructed or loaded, they will resist damp- 
ness and are, therefore, adapted for use in wet weather. 

The words are plainly descriptive. A “wet weather”’ tent or 
‘wet weather” shoe would be understood as peculiarly adapted 
for use in wet weather and any maker of shells adapted for such 
use has the right to so denominate them. 


‘ 


The words are as descriptive as “Evergreen”’ for canned 
fruits and vegetables; “Spearmint” for chewing gum; “‘ Nextobeer”’ 
for malt beverages; “‘Aluminum”’ for washboards (American Wash- 
board Co. v. Sagamore Mfg. Co., 103 Fed. Rep. 281, etc.); all of 
which have been held too descriptive to constitute a mark. The 
decision of the examiner of trade-marks is proper.® 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks refusing to register the word “Nevrsrink” the top 
of the letter “s”’ extending over the letters “Rink” and under 
the letters “Evr,” with other modifications, on the ground that 

1 Ex parte, Dental & Toilet Products Corporation, 119 Ms. Dec., 163, March 
17, 1916. 


2 Ex parte, Edgett-Burnham Company, 119 Ms. Dec., 407, May 18, 1916. 
3 Ex parte, M. Hartley Dodge, 119 Ms. Dec., 431, May 31, 1916. 


a 
Ps 
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the words are descriptive and not distinctively displayed. It is 
believed that the decision of the examiner is correct.! 


Newton, A. C.—Application to register the representation 
of a boy and the words “Little Work” for a washing compound. 
The examiner required a disclaimer, in view of the fact that the 
words are descriptive.- Since there is no statute for disclaimers, 
applicant should be excused from making such disclaimer, unless 
the words are clearly descriptive or objectionable, which is not 
the case here. It has been held that the words “Anti Washboard”’ 
are not descriptive of soap (O’ Rourke v. Central City Soap Company, 
26 Fed. Rep. 576). The decision of the examiner of interferences 
is reversed.” 


Newron, A. C.—The word ‘“‘ Waycleanse”’ is only suggestive 
and not descriptive of a street sweeper (Ex parte, Sherwin Williams 
Co., 181 O. G. 267; Florence v. Dowd, 171 Fed. Rep. 122). 

It cannot be stated that a sweeper may be used to “ Way- 
cleanse”’ or that “‘Waycleanse” would result from the use of the 


sweeper (Ex parte, Boyce Wheeler & Boyce, 4 Trade Mark Rep. 
86) 3 


Newton, A. C.—‘*Tungs-tone”’ is a coined word and is not 
too close to “tungsten,” of which styli or needle are made, and 
should be allowed. The word is suggestive, but not more so than 
many which are registered.‘ 


Newton, A. C.—‘ Wear-right,”’ for gloves, is doubtless open 
to criticism, but seems to have attained the status of a trade- 
mark as applied by applicants to its goods. Allowed. 


Newton, A. C.—‘‘Cent-a-Lax”’ for laxative pills or tablets, 
known as “The Penny Laxative” is not descriptive, though boxes 
of twenty-five tablets are sold for twenty-five cents.® 


Newton, A. C.—Application granted to register, as a trade- 


1 Ex parte, Silverstein Brothers, 119 Ms. Dec., 452, June 5, 1916. 

2 Ex parte, Fred Molt, 119 Ms. Dec., 81, February 26, 1916. 

3 Ex parte, The Way-Cleanse Company, 119 Ms. Dec., 110, March 8, 1916. 

4 Ex parte, Victor Talking Machine Co., 119 Ms. Dec., 128, March 13, 1916. 
5 Ex parte, Wimelbacher & Rice, 119 Ms. Dec., 240, April 7, 1916. 

6 Ex parte, John C. Sharer, 119 Ms. Dec., 274, April 18, 1916. 
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mark for horse collars and harness, the word “Fitzall”’ written 
with a red border enclosing the letter “Z’’ which extends about 
one-half the length of the diagonal on the rectangular border, the 
word “Fit” appearing in one corner of the “Z” and in the other 
corner the word “all.” 

Section 4 of the Trade-Mark Act prohibits registration only 
when the mark consists merely in words or devices which are 
descriptive.! 


Newton, A. C.—*‘ Roach Butter” and the picture of a goat, 
butting a roach, as a trade-mark for insecticides, is not descriptive. 
The pictorial part is sufficiently prominent and suggestive to divert 
the meaning of “‘Butter’’ from the edible kind to the well known 
propensity of the goat family,’ 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register the words “Rat Rid,”’ over the 
picture of a rat, as a trade-mark for an exterminator for rats and 
other rodents. The ground of refusal is that “Rat Rid”’ is a sub- 
stantial equivalent of “rat exterminator” and the picture of a rat 
is incapable of exclusive appropriation for goods of this character. 

The words “Rat Rid” are, to say the least, an unusual way 
of expressing the idea of a rat exterminator, and this taken in 
connection with the representation of a rat is thought to be 
sufficient to authorize registration of this mark, especially in view 
of the registration to the Oneida Community of the word “ End- 
Q-Rats”’ for rat traps and the last preceding decision, allowing 
the word “ Roach-butter”’ in connection with the picture of a goat 
butting a roach, for an insecticide.’ 


Newron, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register the word “Add-a-pearl” as a 
trade-mark for necklaces. The ground of objection was that 
necklaces are now placed on the market, so constructed as to admit 
of the addition of gems or other elements, upon anniversaries. 

While “‘ Add-a-pearl”’ may be suggestive, it is not so descrip- 

4 Ex parte, Horace A. Fay, 119 Ms. Dec., 278, April 18, 1916. 


1 Ex parte, Krehbiel-Metzler Roach Butter Co., 119 Ms. Dec., 315, April 26, 
1916. 


? Ex parte, American Sanitary Corporation, 119 Ms. Dec., 389, May 12, 1916. 
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tive as to be fatally objectionable and the decision of the examiner 
of trade-marks is reversed.! 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks refusing to register ““R-Best” as a trade-mark for 
wheat flour on the ground that it is a substantial equivalent of 
“our best,’ which words are clearly descriptive when applied to 
flour. 

“R-Best” is not pronounced exactly like “our best’? and in 
view of the decisions (Ex parte, John T. Gibbon, 111 Ms. Dec., 
394) allowing “Besto”; (Ex parte, Texas Gum Co., Reporter, vol. 
5, p. 205) “‘Mello-Mint” for chewing gum; (Ez parte, Hammond, 
Standish & Co., Reporter, vol. 5, p. 205) and “ Bestevr,”’ it is held 
that the mark should be registered.” 


‘ 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register, as descriptive, the words “canned 
heat’’ as a trade-mark for a mixture of alcohol and certain semi- 
solids which, when mixed, assumes a semi-solid condition and is 
kept in cans. When used, the tops of the cans are removed and 
the alcohol, vaporizing, burns directly from the can. 

Applicant’s goods are commonly known to dealers and users 
as solid alcohol. It appears that it is the first to use “canned heat”’ 
on these goods. 

The examiner refers to “‘canned music’”’ as having been applied 
to apparatus used in the mechanical production of music, but I 
am not so sure that this would not have been a good trade-mark 
for the person who first applied it to a mechanical piano record or 
a phonograph record. 

It appears to me after careful consideration that the words 
are sufficiently arbitrary to be registered.’ 

1 Ex parte, Juergens & Andersen Co., 119 Ms. Dec., 394, May 12, 1916. 


2 Ex parte, Israel J. Rohrbaugh, 119 Ms. Dec., 404, May 17, 1916. 
3 Ex parte, S. Sternau & Co., 119 Ms. Dec., 430, May 31, 1916. 








